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Message from the Chair 
As we are more than halfway through bar year 2004-2005, I am pleased to report that we

have made significant progress in our committee efforts and in providing value to our members.

First, the Committee is co-sponsoring a CLE program entitled ìInsurance and Patent
Litigation: How Do You Get Insurance Coverage for Your Patent Litigation Expenses?î at the
Annual Meeting in Chicago, Illinois this August.  The CLE expert panel will address issues
involved in typical patent litigation, types of insurance policies available, factors involved in
determining insurance coverage, and damage awards covered under a typical policy.  I hope
you can join us at the Annual Meeting.

Second, the Committee has updated its website.  I hope you will visit the website and subscribe to the
Committeeís Intellectual Property Information eXchange (IPIX) through which you can talk with other IPIX sub-
scribers and discuss your intellectual property questions.  

Third, the Committee continues to publish its newsletter on timely intellectual property issues.  In this Spring
2005 newsletter, we address the peer to peer file sharing copyright issues of the Grokster case, international trade-
mark registration and protection, and patent prosecution and litigation issues.    

The Committeeís membership continues to increase.  I ask you to share our newsletters with your colleagues
and hope they will join our Committee.  Finally, I invite you all to share your specific intellectual property issues
and needs with the Committee and look forward to hearing from you.

Vasilios Peros
Venable LLP
Two Hopkins Plaza, Ste 1800
Baltimore, MD  21201
(410) 528-2865
Fax: (410) 244-7742
vperos@venable.com
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tion, one of the primary uses has
been to ìshareî copies of music
recordings and other copyrighted
multimedia content (e.g. movie
trailers) without the permission of
the copyright owners.  The enter-
tainment industry has therefore
launched an aggressive, well-publi-
cized, and often controversial cam-
paign to stop these infringements,
the centerpiece of which is litiga-
tion against the companies provid-
ing the software and supporting the
P2P networks through which the
infringements occur.  Until this
year, the entertainment industry
was winning these battles, having
shut down Napster and Aimster.
However, the industryís strategy
suffered a significant setback this
year when the Ninth Circuit Court
of Appeals upheld dismissal of
claims of contributory and vicari-
ous infringement against Grokster,
Ltd. and StreamCast, distributors of
the software that creates and main-
tains the Grokster and Morpheus
P2P networks respectively. 

Those who download copy-
righted material without permis-
sion of the copyright owner are
undeniably infringers. Grokster,
380 F.3d at 1160; Aimster, 334 F.3d
at 645; Napster, 239 F.3d at 1014.
The entertainment industry has
therefore sought to impose liability
under theories of contributory
infringement and vicarious
infringement.  Grokster, 380 F.3d
at 1160.  Contributory infringement
is considered analogous to "aiding
and abetting liability," and arises
when the accused contributor
knows of the infringement and
materially contributes to it.  Id.;
Aimster, 334 F.3d at 651.  Vicarious
copyright infringement arises out
of the tort of respondeat superior,
and exists when the third party
defendant has the right and ability
to supervise the infringing activity,

and derives a direct financial bene-
fit from that activity.  Grokster, 380
F.3d at 1164; Aimster, 334 F. 3d at
654; Napster, 239 F. 3d at 1022.  

Given the Supreme Courtís
decision in the Sony case, it is not
surprising that the defendants in the
file-sharing cases all argued that
they were providing software capa-
ble of substantial non-infringing
uses.  Until Grokster, these argu-
ments received a chilly reception.
The Napster court held that
Napsterís actual specific knowl-
edge of its usersí infringing activi-
ties and ability to prevent them
made the Sony inquiry into non-
infringing uses less relevant, so
Napster could be held liable
regardless of whether the Napster
system could be used for non-
infringing purposes.  Napster, 239
F. 3d at 1020-22.  The Aimster
court examined a system similar to
Napster with one key difference:
the Aimster defendant set his sys-
tem up to encrypt transmissions, so
that even he could not determine
the content of transmissions being
initiated through the network.
Aimster, 334 F.3d at 646.  The
Aimster court took a dim view of
this feature, holding that an inten-
tional effort to avoid knowledge
was tantamount to actual knowl-
edge.  Id. at 650.  However, unlike
the Napster court, the Aimster court
did not hold that this knowledge
alone eliminated or diminished the
Sony non-infringing uses inquiry.
Rather, the Aimster court held that
Sony required proof of actual or
probable non-infringing uses,
which defendant had not demon-
strated.  Id. at 653.  Furthermore,
the Aimster court held that even if
such uses had been demonstrated, it
would still need to examine the rel-
ative magnitudes of infringing ver-
sus non-infringing use and the costs
of detecting and preventing the

infringing uses.  Id. at 649-50.  The
encryption feature, in the Aimster
courtís view, could not be rational-
ly defended as anything but an
attempt to avoid knowledge in the
hopes of avoiding liability.  Id. at
653.

The Grokster court made two
key factual findings that led it to
rule in favor of the defendants.
First, faced with the more advanced
technologies of Grokster and
StreamCast, the Grokster court
concluded that the decentralized
nature of the networks prevented
Grokster and StreamCast from hav-
ing any knowledge or ability to
control the networks created by its
software, agreeing with the District
Courtís conclusion that "if either
Defendant closed their doors and
deactivated all computers within
their control, users of their products
could continue sharing files with
little or no interruption."  Grokster,
380 F.3d at 1163.  Second, the
Grokster court found that the net-
works created by the defendantsí
software were capable of non-
infringing uses.  Id. at 1161.  The
former finding completely
destroyed the vicarious infringe-
ment claim, which requires that the
defendant have the ability to con-
trol the direct infringer.  Id. at 1165.  

With respect to the latter find-
ing, the Grokster court held that it
was enough that the Grokster and
Morpheus networks were capable
of substantial non-infringing uses,
rejecting the Aimster courtís
requirement of probable non-
infringing uses.  Id. at 1162 n.9.
Even so, the Grokster court con-
cluded that the defendants had
shown actual non-infringing uses,
pointing to evidence of record that
some public domain literary works
had been exchanged through the
Grokster and Morpheus networks,
and that the popular band Wilco
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made one of its unreleased albums
available for free downloading
through these networks.  Id. at
1161.  These non-infringing distri-
butions were never found to be any-
thing other than a minority use -
neither the defendant nor the court
seriously questioned the Grokster
plantiffs' claim that the overwhelm-
ing majority of files downloaded
through the Grokster and
Morpheus networks were infring-
ing.  Id. at 1158.  Nonetheless,
because such uses were possible,
the Grokster court held that a mere
general awareness of infringing
activity would not suffice to hold
defendants liable as contributory
infringers.  Id. at 1161-62.  Rather,
the plaintiffs would have to show
that the defendants had actual

knowledge of specific infringing
activity at a time when they could
have prevented infringement.  Id.
Because the Grokster court had
already found that defendants had
no ability to monitor and control
the networks created by their soft-
ware, the court held that they could
not be held liable as contributory
infringers.  Id. at 1164.

By granting certiorari in
Grokster, the Supreme Court has
set the stage for a decision that
could potentially be as significant
as the Sony decision was two
decades ago.  Thirteen briefs were
filed on the certiorari question
alone, from interest groups ranging
from the Computer and
Communications Industry of

America (in opposition to certio-
rari) to the attorneys general of 40
states (in support of certiorari).
The interest in the certiorari ques-
tion foreshadows considerable
interest in this case and a recogni-
tion of its potential significance.
Twenty years from now, the legal
community may refer to Grokster
as the seminal decision on the ques-
tion of balancing the interest of
consumers in access to new tech-
nology with the interest of copy-
right owners in protecting the value
of their works. 

Sanjiv D. Sarwate is a partner  in the
firm of Pattishall, McAuliffe, Newbury,
Hilliard & Geraldson LLP in Chicago,
Illinois, and practices in the field of trade-
mark, copyright, and unfair competition
law.

e-Dicta is the ultimate Internet resource for tort trial and insurance law containing
an electronic magazine, or e-zine, and a substantive portal. The e-zine facet of e-
Dicta features over a hundred "live" news feeds that are updated every hour, every
day, 24/7, to provide the most up-to-date and current information in regards to break-
ing news, recent cases and articles.

The Portal function of e-Dicta currently boasts hundreds of links, articles,
resources and databases.  Substantive areas of law and breaking issues including
insurance law, mold litigation, Internet risk & insurance, tort reform, medical mal-
practice, and terrorism insurance form one segment of the practical portal. Articles on
Neoethics ñ the new world of legal and corporate ethics, coupled with the large num-
ber of links to legal databases and important organizations round out the multifari-
ous, pragmatic e-Dicta portal.

e-Dicta has already been hailed as ìa one-of-a-kind resourceî offering ìa ton of
information,î by LawSites and the Internet Legal Research Weekly. Visit the TIPS
website at www.edicta.org.
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TRADEMARK AND REVERSE TRADEMARK HIJACKING IN THE 
GLOBAL MARKET PLACE – A CANADIAN PERSPECTIVE
Nathaly J. Vermette

Every trademark attorney and
agent knows that if a client is plan-
ning to enter foreign markets with
its products1 at any point in time, it
is imperative that the client imme-
diately secure trademark rights
abroad.  The problem lies in trans-
ferring this information to clients in
time to protect their investment.
Unquestionably, the best time to
secure trademark rights is at the
business or product startup phase,
when the client is in the process of
branding its products in the domes-
tic market, before it commits sub-
stantial development funds.  This
being an imperfect world, every
trademark attorney can readily
recall the trademark ìthat got
awayî because of the classic issues,
such as:

ï failing to anticipate and making
no allowances for product
demand in foreign markets;

ï the uninitiated client focusing on
survival of the startup business
and not having enough initial cap-
ital to make budgetary allowances
for future development;

ï simply neglecting to secure its
intellectual property rights;

ï the uninformed client taking for
granted it could rely on its
United States trademark registra-
tion to protect it abroad; and the
list of goes on.

These unfortunate but fairly
common realities can, in some
cases, lead to serious financial con-
sequences for businesses.  This arti-
cle will review a situation where
the failure to secure trademark

rights abroad may force a business
to change its plan or incur serious
and unplanned expenses, all of
which could have been avoided at
the outset.

Trademark Case Study
Let us consider the case of a

company (USCO Inc) which has
been in business in the United
States for about fifteen years, and
has used a trademark, for which it
owns a U.S. trademark registration,
for over ten years.2 USCO Inc.ís
business grew steadily, and five
years later its products crossed over
into the Canadian market.  USCO
Inc. did not bother to register the
trademark in Canada and therefore
relies on Canadian common law
trademark rights to protect its
trademark.  When USCO Inc. final-
ly applied for registration, the
Canadian trademarks examiner
issued an initial refusal based on a
pre-existing registration for similar
products.

As fate would have it, the same
mark had been registered in Canada
for over twenty years by a
Canadian company (CANCO Inc.),
but had not been used in associa-
tion with some of the products for
which it was registered for the last
ten years for two reasons:

(1) CANCO Inc. entered
into a  non-compete
agreement signed when it
sold part of its business
to BuyCo Inc.; and

(2) CANCO Inc. had not yet
obta ined  regula tory
approval for some of the

products the trademark
was registered for.

Meanwhile, USCO Inc. had
been using this mark in Canada for
over five years and, until recently,
had not been prevented by CANCO
Inc. from using it.  CANCO Inc.
sent a cease and desist letter to
USCO Inc. once USCO Inc.ís
Canadian trademark application
showed up on a surveillance report.

Whether USCO Inc. knew of
the existence of CANCO Inc.ís
Canadian trademark or of the dis-
continuance of its use at the time it
adopted it in the U.S. is unknown.
At this juncture, there are two pos-
sibilities:

1) either USCO Inc. did not
conduct the trademark
search in the potential
markets and did not
know of the existence of
the Canadian trademark
when it commenced use
of its U.S. trademark; or

2) USCO Inc. had in fact
conducted a trademark
search and was aware of
the discontinued use of
the Canadian trademark
by CANCO Inc.  Since
trademark rights are
derived though use in
Canada, USCO Inc., see-
ing that the trademark
had fallen into disuse,
adopted the position that
CANCO Inc. would
have, over the last ten
years, lost its rights to the
trademark.  USCO Inc.

1  The use of the term ìproduct(s)î within this article shall include products (referred to as "wares" in Canada) and services.
2  Owners of Paris Convention country trademarks may file Canadian trademark applications basing them on registration and use abroad, or on a foreign application, provided the
Canadian filing date is within six months of the first filing date in a convention country.  In such cases, the applicant benefits from the first filing date of the first convention coun-
try as the Canadian filing date.   Section 34 of the Canadian Trade Marks Act, R.S.C. 1985 c. T-13.
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therefore wanted to avail
itself of the opportunity
to snatch this trademark
together with the possi-
ble residual goodwill
associated therewith.

Regardless of the scenario,
USCO Inc. neglected to secure the
trademark rights in Canada in a
timely manner, and CANCO Inc.
did not properly manage its trade-
mark.  CANCO Inc., realizing the
renewed potential of the trademark
nurtured and developed by USCO
Inc. over the last ten years, opted to
fight to retain it.  The battlefield
was set.

Fearful of the possible implica-
tion of losing the goodwill it built
up over the years, and confident of
the apparent absence of use by
CANCO Inc., USCO Inc. opted for
a relatively inexpensive and expedi-
tious administrative proceeding.  It
provoked administrative expunge-
ment proceedings seeking to have
the trademark struck from the
Register of Trade-marks by reason
of non-use.3 USCO Inc. decided to

forego, for the time being, filing
alternate proceedings such as judi-
cial expungement,4 or passing-off
and unfair competition proceed-
ings, before the Canadian Federal
Court, and reserved its rights pend-
ing the outcome of the administra-
tive proceedings.

Since only a statutory declara-
tion or affidavit by the registered
owner of the contested trademark is
admissible as evidence, Section 45
administrative proceedings are
clearly not intended to try contested
facts.5 The registered owner must
simply prove use of the mark in
Canada within the last three years
from the issuance of the notice of
proceedings, and the requestorís
arguments are limited to establish-
ing non use of the trademark.
Furthermore, Section 45 proceed-
ings do not grant the Registrar the
authority to order cross-examina-
tions on the statutory declaration,6

nor can the requesting party cross
examine the registrant.7

The evidence filed by CANCO
Inc. stated that they intend to

recommence use of the mark with
respect to certain products and that
use had been suspended due to spe-
cial circumstances, namely, the
non-compete agreement and the
lack of regulatory approval.8 Yet, at
the same time, CANCO Inc. filed
several invoices as evidence to sup-
port a statement in the declaration
that sales had been made in the last
few months prior to the commence-
ment of the Section 45 proceedings,
thereby attempting to indicate use
of the mark.  These special circum-
stances and recent limited use of the
trademark by CANCO, Inc. may be
enough to prevent USCO, Inc.ís use
of the trademark in Canada.

CANCO Inc., not having used
its trademark for ten years, seeks to
defend its registration fiercely
because it intends to re-enter the
market by selling products under
this trademark.  The problem now
lies in the fact that over the last ten
years in the United States, and five
years in Canada, USCO Inc. has
worked to build goodwill in this
trademark which CANCO Inc. is
poised to take over.

3  Section 45 of the Canadian Trade Marks Act, R.S.C. 1985 c. T-13.
4  Section 57 expungement proceedings instituted before the Canadian Federal Court have a wider basis of action, such as, the mark was not registrable at the date of registration
(s. 18(1)(a)), the mark was not distinctive when the proceedings commenced (s. 18(1)(b)), the mark was abandoned (s. 18(1)(c)) and the registrant is not the person entitled to the
registration (s. 18(1)) to name but a few.  Section 57 of the Canadian Trade Marks Act reads as follows:

57. (1) The Federal Court has exclusive original jurisdiction, on the application of the Registrar or of any person interested, to order that any entry in the register be struck out
or amended on the ground that at the date of the application the entry as it appears on the register does not accurately express or define the existing rights of the person appear-
ing to be the registered owner of the mark.

5  Section 45 of the Canadian Trade Marks Act reads as follows:
45. (1) The Registrar may at any time and, at the written request made after three years from the date of the registration of a trade-mark by any person who pays the prescribed
fee shall, unless the Registrar sees good reason to the contrary, give notice to the registered owner of the trade-mark requiring the registered owner to furnish within three months
an affidavit or a statutory declaration showing, with respect to each of the wares or services specified in the registration, whether the trade-mark was in use in Canada at any
time during the three year period immediately preceding the date of the notice and, if not, the date when it was last so in use and the reason for the absence of such use since
that date.
(2) The Registrar shall not receive any evidence other than the affidavit or statutory declaration, but may hear representations made by or on behalf of the registered owner of
the trade-mark or by or on behalf of the person at whose request the notice was given.
(3) Where, by reason of the evidence furnished to the Registrar or the failure to furnish any evidence, it appears to the Registrar that a trade-mark, either with respect to all of
the wares or services specified in the registration or with respect to any of those wares or services, was not used in Canada at any time during the three year period immedi-
ately preceding the date of the notice and that the absence of use has not been due to special circumstances that excuse the absence of use, the registration of the trade-mark is
liable to be expunged or amended accordingly.
(4) When the Registrar reaches a decision whether or not the registration of a trade-mark ought to be expunged or amended, he shall give notice of his decision with the rea-
sons therefor to the registered owner of the trade-mark and to the person at whose request the notice referred to in subsection (1) was given.
(5) The Registrar shall act in accordance with his decision if no appeal therefrom is taken within the time limited by this Act or, if an appeal is taken, shall act in accordance
with the final judgment given in the appeal.
(Emphasis added)

6  Plough (Canada) Ltd. v. Aerosol Fillers Inc. (1979), 45 C.P.R. (2d) 194 (Fed. T.D.), affirmed [1981] 1 F.C. 679 (Fed. C.A.)
7  Lewis Thompson & Son Ltd. v. Rogers, Bereskin & Parr (1988), 21 C.P.R. (3d) 483 (Fed. T.D.)
8  In order to successfully argue special and exceptional circumstances consideration must be given to the length of time the mark has fallen into non-use, whether the reasons for
the non use of the mark are beyond the control of the registrant and whether there is a serious intention to shortly resume use of the mark.
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Unfortunately, this type of sce-
nario is not uncommon in todayís
global market place, and could
have been avoided with proper
market and trademark research
coupled with the securing of rights
in Canada in a timely manner.

Reverse Trademark Hijacking
Another slightly different sce-

nario is found in reverse trademark
hijacking, where a competitor
observes a trademark being devel-
oped in the United States, antici-
pates the border crossing into
Canada and applies for the registra-
tion of the same trademark in
Canada (or any other country).9

Eventually the original product
crosses the border and the unsus-
pecting U.S. business, if it has not
done its homework and/or has not
protected potential markets,10 will
usually conduct a trademark search
and discover to its chagrin the reg-
istration of its trademark by anoth-
er party.

Once the U.S. business has built
up sufficient goodwill in relation to
the trademark, the Canadian trade-
mark registrant then sends a letter
threatening litigation if it does not
cease use of the trademark.  This
usually places the U.S. business in
a position where it has gone too far

to merely abandon the trademark
and allow all the goodwill to fall
into the lap of a wily competitor.

When confronted with the reali-
ty that it cannot register its trade-
mark in Canada, coupled with the
possibility of losing the benefit of
the goodwill generated over the
years, the U.S. business is left with
few options, such as:

1) adopting a different
product name for the
Canadian market and
accepting the loss of
some benefits it derives
from (a) marketing
strategies it developed in
its primary market and
(b) cross border seepage
of its products; or

2) taking the business risk
of using the U.S. trade-
mark in Canada without
applying for registration,
thereby generating possi-
ble common law rights
by making the mark
known; or

3) planning and executing a
corporate takeover of the
hijacking company.

Of course, the U.S. business can
instigate litigation based on

expungement, ìpassing-offî and
ìunfair competition,î and in cases
similar to our earlier scenario, raise
the issues of latches and estoppel.
However, all this could be avoided
with a due diligence review of
potential markets and securing
trademark rights in countries of
considerable commercial interest.

Conclusion
As trademark attorneys, we owe

it to our clients to encourage them
to look ahead to possible future
markets and secure all trademark
rights prior to crossing borders.
The U.S-Canada border being
porous, the markets being similar
in nature (albeit not in size), as well
as the globalization of markets due
to the internet, unless the client is
absolutely positive its products will
remain within the U.S. domestic
market, it makes good ìhorse
senseî to secure both U.S. and
Canadian trademark rights at the
outset of business or at the concep-
tion of a new product. 

Nathaly J. Vermette is a nominal part-
ner at the firm of Tremblay, Brosseau,
Fleury, Savoie, s.e.n.c., n.p. in Montreal,
Quebec, Canada were she practices in the
area of trademark law.  She is a Vice Chair
of the ABA TIPS Intellectual Property Law
Committee and has been appointed Chair-
Elect for bar year 2005-2006.

9  If a U.S. trademark ownerís products spill over into the Canadian market, such spill over may be considered as use for the purposes of common law trademark protection or the
eventual filing of an application.
10  This results from either (a) filing a Canadian trademark application on a ìproposed useî basis or (b) if it has not availed itself of its treaty rights and filed Canadian trademark
applications within six months of the U.S. filing thereby affording it the possibility to claim foreign filing or registration priorities.

Visit the Intellectual Property web site at:

http://www.abanet.org/tips/iplc.home.html
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Losing Ground: The Extension of Festo in Honeywell v. Hamilton
Sundstrand*
By William M. Atkinson, Kirk T. Bradley, and S. Benjamin Pleune1

* Published in ABA Intellectual Property Law Section Summer 2004 Newsletter. © 2004 by the American Bar Association.   Reprinted by permission.  
1  Mr. Atkinson is a partner and Messrs. Bradley and Pleune are associates in the Intellectual Property Litigation Group of Alston & Bird LLP.

2  Honeywell Intíl Inc. v. Hamilton Sundstrand Corp., Nos. 02-1005, -1082, 2004 WL 1202997 (Fed. Cir. June 2, 2004) (en banc).
3  234 F.3d 558 (Fed. Cir. 2000) (en banc).
4  Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 741 (2002) (ìFesto IIî).
5  Id. at 740-41.  
6  See Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 344 F.3d 1359 (Fed. Cir. 2003) (en banc) (ìFesto IIIî).
7  Id. at 1367-68.
8  Id. at 1367, 1369.
9  347 F.3d 1314 (Fed. Cir. 2003). 

I. Introduction
On June 2, 2004, the U.S. Court

of Appeals for the Federal Circuit
once again placed prosecution his-
tory estoppel and the Festo doctrine
in the limelight.  In Honeywell
International, Inc. v. Hamilton
Sundstrand Corp.,2 the court held
en banc that rewriting a dependent
claim into independent form, cou-
pled with cancellation of the origi-
nal independent claim, creates a
presumption of prosecution history
estoppel under Festo.  This newest
edition to the growing line of deci-
sions seeking to clarify the Festo
presumption of surrender exempli-
fies how far the Federal Circuit is
willing to take the doctrine.
Honeywell is yet another decision
that benefits would-be copyists by
further limiting patenteesí access to
the doctrine of equivalents.

The question addressed in this
article is, has the Federal Circuit
expanded the Festo doctrine to
excess?  In answering this question
in the affirmative, we first consider
the Supreme Court and Federal
Circuit decisions that impacted the
majorityís opinion in Honeywell,
namely, the Festo, Deering, and
Ranbaxy decisions.  On that foun-
dation, we then turn to the
Honeywell decision, with particular
emphasis on Judge Newmanís solo
dissent.  Finally, we consider the
practical ramifications of

Honeywell and suggest a possible ñ
and simple ñ statutory solution to
correct the harmful balance we
believe has been established by this
recent authority governing pre-
sumptive surrender of equivalents.

II. Background
A. The Road to Honeywell:

the Festo, Deering, and Ranbaxy
Decisions 

In recent years, the Federal
Circuit has issued a number of
opinions addressing amendment-
based prosecution history estoppel
and the circumstances under which
it operates to presumptively pre-
clude access to the doctrine of
equivalents for infringement pur-
poses.  Most notably, in 2000, the
Federal Circuit sitting en banc held
in Festo Corp. v. Shoketsu Kinzoku
Kogyo Kabushiki Co. (ìFesto Iî)3

that any narrowing amendment
made to a claim element for pur-
poses of patentability completely
bars any resort to the doctrine of
equivalents with respect to the
amended limitation.  On writ of
certiorari, the U.S. Supreme Court
abrogated this holding somewhat,
replacing the absolute bar with a
presumption that such a narrowing
amendment surrenders any cover-
age beyond the literal meaning of
the amended limitation.4 The Court
further held that this presumption
could be rebutted in any one of

three ways: (1) by showing that the
equivalent in question would have
been unforeseeable at the time of
the amendment; (2) by showing
that the rationale underlying the
amendment bore no more than a
tangential relation to the equivalent
in question; or (3) by showing there
was some other reason suggesting
that the patentee could not reason-
ably be expected to have described
the equivalent in question.5

On remand from the Supreme
Court in Festo II, the Federal
Circuit undertook to define further
various aspects of a proper Festo
analysis.6 For instance, the court
held that whether the presumption
of estoppel is overcome is a ques-
tion of law for the district court to
decide rather than a question of fact
capable of jury determination.7

Further, the court limited the analy-
sis largely to evidence intrinsic to
the patent in question, allowing
extrinsic evidence only in the case
of a foreseeability determination.8

After these decisions, an issue
arose as to whether merely 
rewriting a dependent claim into
independent form constituted a
ìnarrowingî amendment that
would invoke the Festo presump-
tion of surrender.  In October 2003,
the Federal Circuit considered the
issue in-depth in Deering
Precision Instruments, L.L.C. v.
Vector Distribution Systems, Inc.9
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In Deering, the court held that
rewriting a dependent claim into
independent form, while also can-
celing the broader claims from
which the rewritten claim depend-
ed, presumptively precludes access
to the doctrine of equivalents.10

The court held that ìthere is no
question that the claim was nar-
rowed by the deletion of a broad
original claim in favor of a claim
that contained the [narrower] Zero
P o s i t i o n  L i m i t a t i o n . î 1 1

Additionally, the Deering court
held that the presumption arises as
to the narrowed element wherever
it appears in the claims, regardless
of whether the other claims con-
taining the limitation were ever
amended.12

One month after Deering, the
Federal Circuit again addressed
application of the Festo doctrine
where a dependent claim is
rewritten into independent form
and arrived at a similar 
c o n c l u s i o n .  I n  R a n b a x y
Pharmaceuticals, Inc. v. Apotex,
Inc., the Federal Circuit relied on
Festo II and Deering in holding
that the patentee is presumed to
have surrendered the equivalents
that may have been encompassed
by the cancelled ìhighly polar
solventî limitation.13 The appli-
cant had narrowed that limitation
to a defined group of solvents and
did so by rewriting in independ-
ent form a dependent claim con-
taining the narrower limitation.
The court ruled that, ì[w]hile
Apotex was merely rewriting a
dependent claim into independent

form, the effect on the subject
matter was substantial.  The
dependent claims that were
redrafted into independent form
did more than simply add an addi-
tional limitation; they further
defined and circumscribed an
existing limitation for the purpose
of putting the claims in condition
for allowance.î14 In so holding,
the Federal Circuit distinguished
the scenario in which the depend-
ent claims that were rewritten into
independent form ìsimply
add[ed] an additional limitation,î
a situation the court would face
en banc the following year in
Honeywell. 

B. The Honeywell Decision

In Honeywell, the Federal
Circuit held that ìan amendment
adding a new claim limitation con-
stitutes a narrowing amendment
that may give rise to an estoppelî
and, further, that ìrewriting a
dependent claim into independent
form, coupled with cancellation of
the original independent claim,
constitutes a narrowing amendment
when the dependent claim includes
an additional claim limitation not
found in the cancelled independent
claim or circumscribes a limitation
found in the cancelled independent
claim.î15 As discussed in greater
detail below, Judge Newman dis-
sented from the majority, opposing
the concept that ìa limitation that
has never been narrowed is subject
to the presumption of surrender
when a broader claim is cancelled,
even when the broader claim did

not mention that limitation.î16  Also,
in Judge Newmanís view, the rule
wrongly ìimposes an unbounded
estoppel, for there is no measure of
the yielded territory.î17

At issue in Honeywell was
whether Sundstrand infringed two
patents directed to an aircraft aux-
iliary power unit, a small gas tur-
bine engine usually located in the
tail section of an airplane and used
for starting the primary engines
and controlling cabin pressure dur-
ing flight.18 Inasmuch as the
requirements for compressed air
fluctuate widely during flight, the
engines claimed in the patents at
issue ñ U.S. Patent Nos. 4,380,893
(ìthe ë893 patentî) and 4,428,194
(ìthe ë194 patentî) ñ included lim-
itations directed to ìadjustable
inlet guide vanesî to respond to
such fluctuations.19

During prosecution, the examin-
er rejected as obvious original inde-
pendent claims 16 and 32 of the
ë893 patent and original independ-
ent claims 48 and 49 of the ë194
patent, none of which contained the
inlet guide vane limitation.  In con-
trast, the examiner indicated that
dependent claims 17 and 35 of the
ë893 patent and dependent claim 51
of the ë194 patent, each of which
further included the inlet guide
vane limitation, would be allowable
if rewritten into independent form.
In response, the applicant cancelled
the rejected independent claims and
rewrote dependent claims 17, 35
and 51 into independent form.
These claims ultimately issued as

10  Id. at 1325.
11  Id. at 1326.
12  Id.
13  350 F.3d 1235, 1240-41 (Fed. Cir. 2003).
14  Id. at 1240.
15  Honeywell, 2004 WL 1202997, at *7-*8.
16  Id. at *12 (Newman, J., dissenting).
17  Id. at *19 (Newman, J., dissenting).
18  Id. at *1.
19  Id. at *1-*2.
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claims 8 and 19 of the ë893 patent
and claim 4 of the ë194 patent,
respectively.20

Before the district court,
Sundstrand argued that these three
claims had been narrowed for rea-
sons related to patentability and
that, therefore, prosecution history
estoppel barred all equivalents to
the inlet guide vane limitation
under Festo I.21 The district court
disagreed, holding that although
the argument had ìsuperficial
appeal,î the claims had been mere-
ly rewritten in independent form,
not amended, and thus ìHoneywell
did not give up an embodiment of
the invention with the inlet guide
vaneî limitation.22 The case pro-
ceeded to trial, and a jury found the
three claims at issue to be infringed
under the doctrine of equivalents.

On appeal, the Federal Circuit
first concluded that the addition of
a new claim limitation can give rise
to a presumption of prosecution
history estoppel, just like an
amendment  tha t  nar rows  a  
preexisting claim limitation, so
long as the amendment is made for
a substantial reason related to
patentability.23 The court then
turned to the specific question of
whether rewriting a dependent
claim into independent form, cou-
pled with the cancellation of the
original independent claim, consti-
tutes a narrowing amendment when
the dependent claim includes an

additional limitation not found in
the cancelled independent claim.

Honeywell argued that prosecu-
tion history estoppel cannot apply
in such a scenario because it had
surrendered its broader claims, but
the scope of the rewritten claims
themselves had not been nar-
rowed.24 Relying on the Supreme
Courtís holding in Festo II, the
Federal Circuit disagreed, stating
that ìthe proper focus is whether
the amendment narrows the overall
scope of the claimed subject mat-
ter.î25 Thus, the fact that the scope
of the rewritten dependent claim
remained unchanged would not
preclude an estoppel where the
overall scope of subject matter
claimed in the independent claim
had been narrowed for a substantial
reason related to patentability.26

Applying this rule, the appeals
court concluded that Honeywell
was presumptively estopped from
recapturing any equivalents to the
inlet guide vane limitation.27 The
court then remanded for a determi-
nation of whether the patentee
could overcome the presumption of
surrender.

Judge Newman dissented vigor-
ously from the majorityís opinion,
arguing that the majority had
changed the law in a manner direct-
ly contrary to statute and had
restricted equivalency in a manner
ìfar exceeding the holdings of the
Supreme Court in Festo and

Warner-Jenkinson.î28 Regarding
the first point, Judge Newman
argued that the majorityís decision
was contrary to 35 U.S.C. § 112, ¶
4, which states that ì[a] claim in
dependent form shall be construed
to incorporate by reference all the
limitations of the claim to which it
refers.î29 In her view, restating a
dependent claim in independent
form does not change its content or
scope, and thus there has been no
narrowing amendment as required
by Festo, viz., ìit is not a narrowing
amendment to go from dependent
form to independent form.î 30

Regarding her second point, that
the majorityís decision far exceed-
ed the bounds of precedent, Judge
Newman took issue with the major-
ityís holding inasmuch as it results
in a presumptive estoppel ìagainst
the entire universe of technology.î
In Festo II, the Supreme Court had
established a presumption of sur-
render of the territory between the
original scope of a claim limitation
and its scope after a narrowing
amendment.31 The Federal Circuit
applied that rule in both Deering
and Ranbaxy, specifically in the
context of rewriting a dependent
claim into independent form where
the amendment in question further
limited an already-existing claim
limitation.  In contrast, in the
Honeywell scenario, where a new
claim limitation is added by the
dependent claim rather than an
existing claim limitation being nar-

20  Id. at *4.
21  Honeywell Intíl Inc. v. Hamilton Sundstrand Corp., No. Civ.A. 99-309 GMS, 2001 WL 66348, *4 (D. Del. Jan. 8, 2001).  
22  Id. at *6.
23  Honeywell, 2004 WL 1202997, at *6.
24  Id. at *8.
25  Id. (citing Festo II, 535 U.S. at 736-37).
26  Id. at *9.
27  Id. at *10 (ìIn this case, there is a presumptive surrender of all equivalents to the inlet guide vane limitation. . . .  Honeywell is presumptively estopped from recapturing equiv-
alents to the inlet guide vane limitation.î).
28  Id. at *12 (Newman, J., dissenting).
29  Id. at *13 (Newman, J., dissenting) (quoting 35 U.S.C. § 112, ¶ 4).
30  Id. at *15, *16 (ìRewriting of a claim in accordance with 35 U.S.C. § 112 ¶ 4 can never be a narrowing amendment, because, by statute, rewriting a dependent claim in inde-
pendent form does not narrow the claimís scope.î) (Newman, J., dissenting).
31  See Festo II, 535 U.S. at 740; see also Honeywell, 2004 WL 1202997, at *19 (Newman, J., dissenting).
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rowed, Judge Newman wrote that
the majority had ìimpose[d] an
unbounded estoppel, for there is no
measure of the yielded territory.î32

As explained in her dissent,
ìinstead of presuming surrender of
the territory between the original
scope of the claimed element and
the scope of that element after a
narrowing amendment ñ the rule
developed in Festo ñ the court now
presumes unlimited surrender
when an element was not originally
claimed at all and therefore pres-
ents no outer limit of surrendered
territory.î33

III. Analysis and Implications
of the Honeywell Decision

In Honeywell, both the majority
and dissenting opinions state their
arguments confidently, though each
seemingly disregards the studied
and poignant perspectives of the
opposing point of view.  For
instance, the majority relies heavily
on the precedential value of Festo
II, Deering, and Ranbaxy, without
addressing Judge Newmanís funda-
mental argument that when a
dependent claim is restated in inde-
pendent form, the new independent
claim simply states explicitly what
was previously incorporated by ref-
erence; there is no change in claim
scope.  On the other hand, Judge
Newman discusses at great length
the reasons why rewriting a
dependent claim into independent

form is not a narrowing amend-
ment, but in doing so seems to dis-
regard the fact that something was
indeed given up by the applicants
during prosecution.34

Although neither the majority
nor the dissent acknowledge their
differences explicitly, the primary
point of dissension appears to be, to
what should the rewritten claim be
compared?  Judge Newman com-
pares the rewritten claim to itself,
finding no change in overall claim
scope before and after the amend-
ment, whereas the majority com-
pares the rewritten claim to the
original independent claim that was
simultaneously cancelled by the
applicant.  In the words of the
majority, ìthe fact that the scope of
the rewritten claim has remained
unchanged will not preclude the
application of prosecution history
estoppel if, by canceling the origi-
nal independent claim and rewrit-
ing the dependent claims into inde-
pendent form, the scope of subject
matter claimed in the independent
claim has been narrowed to secure
the patent.î35

Applying Judge Newmanís
analysis, the dependent claim that
the applicant eventually restated 
in independent form could just
have well been written in inde-
pendent form at the outset, in
which case there would have been
no amendment at all, and thus, no

presumption of estoppel.36 Judge
Newmanís point, however, makes
clear that the majorityís opinion
actually was founded not upon the
mere act of rewriting a dependent
claim into independent form, but
rather upon the crucial act of can-
celing the original independent
claim.  Although the majority does
not make this point explicitly, it is
this cancellation that effects the
presumptive surrender.  

The majority attributes its
avant-garde holding to that
required by the Supreme Courtís
opinion in Festo II.  In that respect,
the majority notes that the United
States had filed an amicus curiae
brief urging the Supreme Court to
adopt the position that rewriting a
dependent claim into independent
form cannot give rise to a presump-
tion of surrender.37 The majority
goes on to indicate, without reser-
vation, that the Supreme Court
ìrejected the position of the gov-
ernment in this respect, stating that
rewriting a dependent claim in
independent form creates a pre-
sumptive surrender if the amend-
ment is ëmade to secure the
patent.íî38 Judge Newman, con-
versely, takes issue with this point,
noting that ì[a]lthough the majority
attributes its ruling to the Supreme
Court, this new leap for inventors is
not the Courtís work but that of my
colleagues.î39

32  Honeywell, 2004 WL 1202997, at *19 (Newman, J., dissenting).
33  Id. at *13 (Newman, J., dissenting).
34  In that regard, Judge Newman disregards the statement by the Supreme Court in Festo II that, ìEstoppel arises when an amendment is made to secure the patent and the amend-
ment narrows the patentís scope.î Festo II, 535 U.S. at 736.  It is difficult to dispute that the overall scope of the patents in Honeywell was narrowed when the patent applicant
rewrote dependent claims into independent form and cancelled the original independent claims in response to a rejection.
35  Honeywell, 2004 WL 1202997, at *9.
36  See, e.g., id. at *13, *19 (ìThis new rule will simply drive patent applicants away from dependent claims and away from the accepted protocol of presenting successively nar-
rowed dependent claims for examination.î; ìFuture applicants may attempt to obtain access to the doctrine of equivalents through avoiding dependent claims.î) (Newman, J., dis-
senting).
37  Id. at *8.
38  Id. (quoting Festo II, 535 U.S. at 736).  The majority indicates that, ìThis is the rule we have consistently applied in our post-Festo decisions.î Id. at *9.  However, our research
indicates that that may not be entirely true.  For example, in Bose Corp. v. JBL, Inc., 274 F.3d 1354, 1359-60 (Fed. Cir. 2001), the applicant had rewritten a dependent claim in inde-
pendent form and corrected an antecedent basis problem, as to which the Federal Circuit held that ìBoseís amendment did not satisfy the ënarrowing amendmentí requirement of
Festo [I].î Similarly, it is worth noting that the Federal Circuit, in an unpublished opinion issued just two days before Festo I, ruled that ìprosecution history estoppel does not bar
this claim interpretation because issued Claim 1 was never rejected and was only rewritten in independent form and amended to correct an antecedent basis problem.î Vermeer Mfg.
Co. v. The Charles Mach. Works, Inc., No. 00-1119, 2000 WL 1742531, at *2 (Fed. Cir. 2000) (per curiam) (unpublished).
39  Honeywell, 2004 WL 1202997, at *13 (Newman, J., dissenting).
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On this point, it seems that the
Honeywell majority could have
avoided much of Judge Newmanís
dissent had it not tried to force-fit
its decision within the rubric of the
Festo doctrine.  Instead, the major-
ity could have recognized a related,
but new form of estoppel called, for
purposes of this article, ìaban-
doned claim estoppel.î Under
abandoned claim estoppel, a pat-
entee would be presumptively
estopped from recapturing through
equivalents subject matter that was
originally claimed but subsequently
abandoned during prosecution,
such as when a claim is cancelled.
A finding of abandoned claim
estoppel would be rebuttable in the
same manner as a presumptive sur-
render under Festo.

Applying this new form of
estoppel to the facts of Honeywell,
the Federal Circuit could have first
held the Festo doctrine inapplicable
because a dependent claim was
simply rewritten into independent
form and, thus, there was no nar-
rowing amendment for a substan-
tial reason related to patentability.
Next, the court could have achieved
the same end result ñ a presumptive
estoppel against the patentee ñ by
applying the new doctrine of aban-
doned claim estoppel in light of the
applicantsí claim cancellations.
Importantly, this suggested doc-
trine recognizes that the presump-
tive surrender in a Honeywell-type
scenario arises due to the abandon-
ment or cancellation of claimed
subject matter during prosecution,
which essentially is what the
majority in Honeywell held, though
not in as many words.

The doctrine of abandoned
claim estoppel also could have
addressed Judge Newmanís

remaining point directed to the
scope of the presumptive estoppel.
The Honeywell majority held that
Honeywell had presumptively sur-
rendered ìall equivalentsî to the
inlet guide vane limitation.40

However, as pointed out by Judge
Newman, the Supreme Court in
Festo II had ìestablished a pre-
sumption of surrender of [only] the
territory between the original scope
of the claim and its amended
scope.î41 This is another instance in
which Festo seems not to apply to
the facts of Honeywell, namely,
instances in which a new claim lim-
itation was added by the dependent
claim, rather than the dependent
claim simply narrowing existing
limitations as was the case in
Deering and Ranbaxy.

Instead of addressing this issue,
the Honeywell majority simply
states that the estoppel extends to
ìall equivalents,î without any indi-
cation as to how such a rule com-
ports with Festo II.  Judge Newman
focuses on that oversight, stating
that ìthe proper focus is the prose-
cution-induced change to the ele-
ment at issue.î42 Had the majority
accepted the fact that the Festo doc-
trine does not apply to instances
where the rewritten dependent
claim adds a new limitation, rather
than narrowing an existing one, it
could have avoided this conflict
with the holding of Festo II.

How this rule of presumptively
denying any equivalents whatsoever
affects future patent practice
remains to be seen, but one thing is
clear: the Honeywell decision con-
tinues the recent trend of restricting
access to the doctrine of equivalents,
a trend that is at odds with the inter-
ests of patentees.  A closer inspec-
tion of the courtís ruling 

further emphasizes just how much
the court has restricted access to
equivalents.  As noted previously,
the Honeywell majorityís presump-
tion of estoppel ostensibly arises out
of the act of canceling the independ-
ent claim rather than the mere min-
isterial act of rewriting the depend-
ent claim in independent form.
Because the court would compare
the amended (rewritten) claim to the
cancelled claim, future infringement
analyses under the doctrine of
equivalents might involve a review
of the prosecution history to deter-
mine the broadest claims that were
cancelled during prosecution, and
then a comparison of such claims to
every issued claim in the patent.
Applying the Honeywell rule,
though taking it to its logical reach,
any limitation of the issued claims
not found in a cancelled claim
would be subject to a Festo-like pre-
sumption of estoppel.  Viewed in
this way, this scenario demonstrates
just how damaging this new author-
ity is to the interests of patentees.

IV. Where Do We Go from
Here?

A. Prosecution Practice in
Light of Honeywell

A key practical effect of Festo
and its progeny is the increased
emphasis placed on effective prose-
cution practice.  Today, the astute
practitioner must avoid amending
claims to secure patentability, and
now, in view of Honeywell, must
also avoid the formerly popular
practice of rewriting dependent
claims into independent form cou-
pled with cancellation of the corre-
sponding independent claims.
Otherwise, the patentee will pre-
sumptively surrender all equiva-
lents to the added claim limitation.

40  Id. at *10.
41  Id. at *13 (Newman, J., dissenting).
42  Id. at *19 (Newman, J., dissenting).
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As Judge Newman indicates in
dissent, the Honeywell courtís new
rule ìwill simply drive patent appli-
cants away from dependent claimsî
and ìwill simply raise the cost and
increase the difficulty of patent
examination.î43 Dependent claims
have been statutorily recognized
since 1965, and were in practice
decades before then, as a convenient
alternative to successive independent
claims and as a means for adding
clarity and brevity to what often-
times makes for a daunting read.44

Judge Newman forecasts that the
Honeywell decision will result in
practitioners avoiding the use of
dependent claims, lest they be
required during prosecution to
rewrite them in independent form
and cancel the corresponding inde-
pendent claims.  Honeywell, she
says, forces such peculiar practice.
Moreover, with increased reliance on
independent claims will come
increased costs, surely to be borne
by the patent applicants or their
assignees.  These points have appeal.

On the other hand, these con-
cerns might not arise at all.  The
Honeywell majority focused its
analysis on comparing what the
applicant surrendered in order to
secure allowance, comparing the
original dependent claim to its can-
celled independent counterpart.
The notion, implied by Judge
Newman, that the result reached by
the court would have been different
had the applicant originally includ-
ed solely independent claims may
not hold true.  It remains to be seen,
but if the logic of the Honeywell
majority is followed, a very likely
result would be that, faced with 

successive independent claims, the
court would compare cancelled and
allowed independent claims to each
other with an eye toward their dif-
ferences in order to discern that
which had been surrendered.  Then,
it is suspected, the court would pre-
sumptively foreclose equivalents to
the surrendered limitations.  Viewed
in this context, drafting a patent
application with only independent
claims, as suggested by Judge
Newman, would not overcome the
result of Honeywell or the concerns
of increased costs and difficulty in
examination.  Indeed, such a per-
functory distinction ñ recognized at
least implicitly by 35 U.S.C. § 112,
¶ 4, which ìassure[s] that claim
scope is unrelated to whether the
claim is in independent or depend-
ent formî45 ñ seems too superficial,
too artificial to be the law.

More likely, in our view, a result
of Honeywell, indeed Festo, will be
a renewed emphasis on means-plus-
function and step-plus-function
claim drafting pursuant to 35 U.S.C.
§ 112, ¶ 6.  Means-plus-function
format incorporates into the literal
limitations of the claim the embodi-
ments disclosed in the specification
and their equivalents.  In order to
infringe such a claim limitation,
first, the accused structure must be
the same as or an equivalent to that
disclosed in the specification, and
second, the accused and disclosed
structures must perform the identi-
cal function.46

Because § 112, ¶ 6 requires
identical rather than just equivalent
function, it is said to be ìan appli-
cation of the doctrine of equivalents
in a restrictive role.î47 Nonetheless,

it allows one to reach equivalents
and, importantly, does so under the
rubric of literal infringement.
Thus, amendments that more nar-
rowly circumscribe the functional
aspects of a means-plus-function
limitation are not subject to the
same type or extent of a Festo pre-
sumption as are non-means-plus-
function limitations.  Although
such limitations will presumptively
impact coverage of means perform-
ing equivalent functions, if the
claimed function is identically sat-
isfied, equivalent structure to that
disclosed in the specification will
still be covered without the burden
of Festo.  Importantly, this route for
reaching equivalents is not likely to
be rendered unavailable by the
Federal Circuit, inasmuch as § 112,
¶ 6 is statutory, not equitable.

One caveat is that equivalent
structure in a means-plus-function
analysis likely would not include
after-arising technology.  That is
because the means-plus-function
analysis is one of literal infringe-
ment, and the literal scope of a
claim generally fixes upon issuance
of the patent.  For technology 
arising after issuance, infringement
of a means-plus-function limitation
likely exists, if at all, under the
common law doctrine of equiva-
lents.48 Under a common law doc-
trine of equivalents analysis, ìthe
proper time for evaluating equiva-
lency ñ and thus knowledge of
interchangeability of elements ñ is
at the time of infringement, not at
the time the patent was issued.î49

Thus, for after-arising technolo-
gy, the patentee may face relying
on the doctrine of equivalents and,

43  Id. at *13 (Newman, J., dissenting); see also id. at *19 (Newman, J., dissenting).
44  See id. at *14 (Newman, J., dissenting).
45  Id. at *13 (Newman, J., dissenting).
46  Chiuminatta Concrete Concepts, Inc. v. Cardinal Indus., Inc., 145 F.3d 1303, 1308 (Fed. Cir. 1998).
47  Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 21 (1997).  
48  Chiuminatta, 145 F.3d at 1310.
49  Warner-Jenkinson, 520 U.S. at 37.
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thus, the prospect of a presumptive
estoppel in the event that narrowing
amendments were made to the
means-plus-function claim during
prosecution.  But if the technology
is after-arising, then the patentee
should have a strong argument for
rebutting the presumption of sur-
render, namely, by showing that the
equivalent in question would have
been unforeseeable at the time of
the amendment.50 Thus, it appears
that means-plus-function claim
drafting is the best remaining
option for ensuring the availability
of equivalents to patentees.

However it is accomplished, it is
quite clear that the relatively
restricted access to the doctrine of
equivalents, further restricted by
the appeals court in Honeywell, will
remain a significant point of focus
for practitioners.  Patent practition-
ers will need to be particularly vig-
ilant in prosecuting applications.
In the words of Judge Newman in
Honeywell, ìAstute practitioners
are indeed needed, for little is left
of access to equivalency.î51

B. A Suggested Legislative
Solution

In recent years, exemplified in
one instance by Festoís rule of pre-
sumptive surrender, the Federal
Circuit has focused on ensuring
that the public is given clear,
defined notice of the bounds of
patented innovations.  The down-
side of benefiting the public in this
regard is that it occurs at the
expense of patentees and potential

innovators.  The Federal Circuit
recognizes that there is a balance
between encouraging invention and
fostering open competition, but
recently that balance has tipped
heavily in favor of the public.
Festo, and now Honeywell, contin-
ue that trend and ìfurther erode[]
the ability of inventors to protect
their inventions.î52

This trend has noble goals, but
the Federal Circuit has taken it to
extremes of late.  With the views of
the Supreme Court and the Federal
Circuit seemingly in place, legisla-
tion is needed to more appropriately
adjust the balance between the rights
of patentees and the public.  The
authorsí colleagues have previously
attempted to fashion legislative-like
rules to capture the essence of prose-
cution history estoppel.53 The exer-
cise was difficult, and the rules
devised are not capable of true preci-
sion given the large variety of factu-
al situations that can arise in patent
prosecution.54 Indeed, because of the
difficulty in drafting an appropriate
rule (or statutory language) to guide
the application of prosecution histo-
ry estoppel, it seems unlikely that
Congress will enact new legislation
for that purpose.

Perhaps there is a better approach
than to try to codify the complicated
jurisprudence that focuses on prose-
cution history estoppel.  Perhaps a
current provision of the Patent Act
could be amended to shift the trend
back in the direction of patentees;
namely, removal of the two year
limit for obtaining a broadening 

reissue under 35 U.S.C. § 251.
Section 251 provides in pertinent
part that a patent may be reissued
whenever ìthrough error without any
deceptive intention . . . the patentee
[has] claim[ed] more or less than he
had a right to claim in the patent . . .
.  No reissued patent shall be granted
enlarging the scope of the claims of
the original patent unless applied for
within two years from the grant of
the original patent.î It is this last
sentence that the authors propose be
deleted from the statute.

The policy behind allowing
broadening reissues is the recogni-
tion that patentees, or their counsel,
may fail during prosecution to
appreciate the full scope of the
invention.  Often that failure is not
realized until after issuance, when a
competitor designs a competing
device that falls within the ambit of
the specification but outside the
scope of the claims.  A broadening
reissue in such circumstances is per-
missible if there has been error with-
out deceptive intention.  The fact
that the error could have been dis-
covered at the time of prosecution
does not, by itself, preclude correc-
tion through reissuance.55 Thus, a
broadening reissue can be a viable
means for patentees to react offen-
sively to technology that is within
the scope of the invention at the time
the application was filed but beyond
the literal reach of the claims.  And,
thus, it may be a means for reaching
technology that the patentee may be
otherwise presumptively estopped
from reaching under Festo.56

50  See Festo III, 344 F.3d at 1369 (ìUsually, if the alleged equivalent represents later-developed technology . . . or technology that was not known in the relevant art, then it would
not have been foreseeable.î).
51  Honeywell, 2004 WL 1202997, at *19 (Newman, J., dissenting).
52  Id. at *13 (Newman, J., dissenting).
53  See William M. Atkinson et al., Was Festo Really Necessary?, 83 J. PAT & TRADEMARK OFF. SOCíY 111 (2001).
54 See id.

55  In re Wilder, 736 F.2d 1516, 1519 (Fed. Cir. 1984) (ìThe fact that the error could have been discovered at the time of prosecution with a more thorough patentability search or
with improved communication between the inventors and the attorney does not, by itself, preclude a patent owner from correcting defects through reissue.î).
56  Cf. Hester Indus., Inc. v. Stein, Inc., 142 F.3d 1472, 1483 (Fed. Cir. 1998) (ìThe realm of corrections contemplated within § 251 does not include recapturing surrendered sub-
ject matter, without the addition of materially-narrowing limitations, in an attempt to ëcustom-fití the reissue claims to a competitorís product.î); In re Weiler, 790 F.2d 1576, 1582
(Fed. Cir. 1986) (ìThe reissue statute was not enacted as a panacea for all patent prosecution problems, nor as a grant to the patentee of a second opportunity to prosecute de novo
his original application.î).
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TIPS CALENDAR OF UPCOMING EVENTS
http://www.abanet.org/tips/upcoming_events.html

ABA WEBCASTS AVAILABLE FOR CLE
http://www.abanet.org/cle/ecle/home.html
1. The Impact of Lorillard on State and Local Regulation of Tobacco Sales and Advertising $59 for 1.5 hrs.

https://www.abanet.org/cle/ecle/t01ilsi/t01ilsireg.html
2. Expert Testimony After Kumho  $89 for 1.5 hrs.

https://www.abanet.org/cle/ecle/t99etki/t99etkireg.html
3. The FTC Says You Must Send A Notice By July 1, 2001.  $79 for 1.0 hrs.

https://www.abanet.org/cle/ecle/t01ftc1/frame1.html

UPDATE ON CLE AUDIO/VIDEO PROGRAMS AVAILABLE FROM WEST LegalEdcenter
http://www.westlegaledcenter.com/program_guide/search_results.jsp?page=prgmgd&partnerId=48

Under the current Patent Act,
the ability of a patentee to secure a
broadening reissue is limited tem-
porally to a period of two years fol-
lowing issuance.  The rationale for
the two year limit is grounded in
the right of the public to rely on the
claim language in order to avoid
infringement or to design around
the claims.57 But with Festo, and
now with Honeywell, the Federal
Circuit has taken the public notice
function of patents far beyond
where it was when the two year
limit was put in place.  Perhaps
now is the time to relax that limit.
Elimination of the two year limit on
broadening reissues would shift the
courtís trend back in the direction
of inventors and patentees.

It is clear that the primary draw-
back to removing the two year limit
is that competitors would not be
able to rely strictly upon the patent
claims, since the claims could be
broadened via reissue at any time
(assuming reissue is otherwise
available). However, by the express
terms of Section 251, a reissue
patent is always restricted to ìthe

invention disclosed in the original
patent.î Thus, a patentee may not
garner more than was disclosed at
the outset, nor may the patentee
regain through reissue subject mat-
ter surrendered during prosecution,
such as by withdrawal or amend-
ment of claims or by arguments
made to overcome prior art.58

Accordingly, though the claims
may be left in a state of flux, so to
speak, a competitor seeking to
avoid infringement or to design
around may always review the
intrinsic record in order to discern
for itself the limits of claim scope
available through reissue.59

Therefore, any uncertainty in the
scope of the claims is bounded after
all by the specification and prose-
cution history.  Plus, the added
uncertainty that would be faced
were the two year limit relaxed is
likely no more so than that which
existed under the doctrine of equiv-
alents prior to Festo.60

The proposal to eliminate the
two year limit for broadening reis-
sues would provide only prospec-
tive relief for patentees because of

the doctrine of intervening rights.
Thus, it is particularly useful in the
event that an injunction is the pri-
mary remedy sought.  Even in the
instances where damages are of
interest, reissue is a viable means
for securing claims that literally
cover the accused technology only
so long as the claims could have
been included originally.  Of pri-
mary importance in view of Festo
and Honeywell, a patentee who oth-
erwise is presumptively estopped
from asserting infringement under
the doctrine of equivalents may be
able to use the reissue process to
obtain claims literally covering the
infringing technology.  Given the
imbalanced trend toward favoring
the public, it is time for the patent
system to give back to its key play-
ers, the innovators.  Although not
necessarily a perfect solution to
Festo, elimination of the two year
limit on broadening reissues would
at least avoid the windfall that cur-
rently exists for would-be copyists.

57  See In re Fotland, 779 F.2d 31, 33 (Fed. Cir. 1985) (ìThe purpose of the law that a broadening reissue must be applied for within two years after patent grant is to set a limited
time after which the public may rely on the scope of the claims of an issued patent.î).
58  See Hester Indus., 142 F.3d at 1480-81.
59  See Warner-Jenkinson, 520 U.S. at 32 n.6 (ìThat [another] rule might provide a brighter line for determining whether a patentee is estopped under certain circumstances is not
a sufficient reason for adopting such a rule.î).
60  See, e.g., Festo II, 535 U.S. at 732 (ìIf competitors cannot be certain about a patentís extent, they may be deterred from engaging in legitimate manufactures outside its limits,
or they may invest by mistake in competing products that the patent secures.  In addition the uncertainty may lead to wasteful litigation between competitors, suits that a rule of lit-
eralism might avoid.  These concerns with the doctrine of equivalents, however, are not new.  Each time the Court has considered the doctrine, it has acknowledged this uncertain-
ty as the price of ensuring the appropriate incentives for innovation, and it has affirmed the doctrine over dissents that urged a more certain rule.î).
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2005-2006 TIPS CALENDAR

APRIL
27-28 Staff Counsel Committee Meeting New Orleans, LA

27-May 2 TIPS Section Spring Meeting New Orleans, LA

MAY
11-15 Fidelity and Surety Law Committee San Antonio, TX

Spring Meeting

AUGUST
5-8 ABA Annual Meeting Chicago, IL

OCTOBER
27-30 TIPS Section Fall Meeting San Francisco, CA

DECEMBER
11-13 U.S Supreme Court Washington, DC

Admissions Ceremony

2006

JANUARY
25-27 Fidelity and Surety Law New York, NY

Midwinter Meeting

FEBRUARY
2-5 ABA Midyear Meeting New Orleans, LA

APRIL
TBD Transportation MegaConference VII New Orleans, LA


