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Are the Cats out of the bag?

Lessons from the makeup designer’s case
JEFFREY M. DINE

Everything that is actual must undergo a strange
metamorphosis, a kind of sea change, before it can
become truth in the theatre.?

heatrical performances are, by their

very nature, collaborative. The play-

wright's work is not complete until
the performance. Directors cannot direct an
empty stage. Actors require a text.
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Designers must have a production so they can create
designs. Producers coordinate the collaborative
effort that makes the performance possible. The very
collaboration that gives life to work, that enables the
theatrical metamorphosis, however, implicates com-
plex legal concerns about the work and about each
collaborator's contribution.

Artists would undoubtedly prefer to dwell on
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EDITOR’S COLUMN

KEN ABDO
any thanks to our subscribers and
readers for your patience as we have N— .
assembled this issue. We present an — —

eclectic and interesting collection of articles. As a
building block for the entertainment industry, copy-
right law must remain fundamentally steady while
adjusting to dynamic and historic changes. This
issue’s articles reflect the continuing development of
that law and its challenges.

Our issue leads with an article by Jeffrey M.
Dine, a New York intellectual property lawyer and
occasional lighting designer. He provides an insider’s
analysis of the application of copyright and trade-
mark law as it protects costume and lighting designs.
With reference to the judicial proceedings and
precedent behind a case involving the long-running
Broadway musical “Cats,” he demonstrates the ever-
extending application of copyright protection to
applied arts.

Beverly Hills lawyers Alan Grodsky and Eric
George contribute a punning and practical perspec-
tive on song titles attaining secondary meaning.
Under the governance of the Lanham Act, the
authors remind us how popular culture, as time pass-
es, can yield perhaps unexpected values in intellec-
tual property.

Philadelphia lawyer Corey Field chases copyright
applications in cyberspace. He aptly raises and clari-
fies cerebral issues presented by the merger of con-
tent and technology copyrights.

A San Francisco lawyer and former editor-in-chief
of this publication, Richard Greenstone, critiques
the record industry for not preemptively harnessing
and benefiting from file sharing and downloading.
He suggests that the industry must now concede to
accept certain minimal losses in order to profit from
the new technology.

Finally, Associate Editor Bob Pimm reviews
Taxation of the Entertainment Industry by
Schuyler M. Moore. The book provides practical
instruction on tax law as applied to the entertain-
ment industry.

This is my last issue as editor-in-chief. It has been
a great experience. | now pass the baton to Bob
Pimm. As always, your articles, article proposals and
comments are welcomed. You may reach Bob at:
Robert G. Pimm, Law Office of Richard J.
Greenstone, 100 Bush Street, Suite 1250, San
Francisco, CA 94104, fax: 415/438-1899, or e-mail:
bob@rjg.com.l
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Copyright co-ownership in cyberspace:

The digital merger of content and fechnology in digital
rights management and e-commerce

COREY FIELD

ntertainment content creators and soft-

ware technology companies need each

other to reach consumers of digital enter-
tainment. But when digital distribution and digital
rights management agreements create new hybrid
digital files that combine their respective copyrights,
new and unexplored copyright co-ownership ques-
tions arise. When choosing proprietary digital rights
management (DRM) technology, entertainment con-
tent copyright holders must be aware that their soft-
ware technology partners rightfully claim copyright
ownership of the “technological” portion of the
resulting files, the software mechanisms that encode,
display, play back, encrypt, account and generally
enable digital distribution via e-commerce.

Should disputes between content providers and
technology providers occur, either party may seek to
enjoin use of the digital file based on a copyright
infringement claim, resulting in interruption of rev-
enue for all concerned. This article examines the
copyright co-ownership implications where enter-
tainment content copyright holders and technology
copyright holders enter into digital distribution e-
commerce agreements that create new “hybrid” files
that merge content and technology.

Technology providers as partners
For traditional nondigital exploitation, entertain-
ment companies simply buy whatever technology
they need to package content for consumers. The
technology is purchased at each phase of produc-
tion, resulting in a finished product belonging exclu-
sively to the copyright holder, for example a finished
CD, DVD, video or book. These traditional technolo-
gy providers such as printing presses and replication

Field is an associate in the IP Litigation Department at Bal-
lard Spahr Andrews & Ingersoll, LLP, in Philadelphia. His
first career was as an executive in the international music
publishing and Internet industries including implementing
digital distribution agreements for printed music between
publishers, software providers, and online retailers nation-
wide. He also served as a member of the board of directors
of the Music Publishers Association of the United States.
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plants, once paid, have no claim to the finished
product, the paper in the finished book, the ink in
the finished book, or the compact disk. The manu-
facturer of the ink “technology” used in producing a
printed book would have no idea when or how or to
whom the book sale was made, and no financial
interest in that end-user transaction.

In digital distribution via e-commerce, the tech-
nology is not a tangible physical product. It is the

‘
I I ybrid” digital files that

contain entertainment content
and software technology
challenge our traditional notions
of copyright ownership.

copyrighted software that provides mechanisms to
encode the content, protect the content, and to
enable secure and trackable financial accounting.
Software technology providers don’t sell their tech-
nology outright like the traditional “physical” tech-
nology providers. They seek to contractually retain
all rights to e-commerce uses that depend on their
technology, and issue licenses for use of the soft-
ware technology.

That will typically include the right to monitor
transactions to ensure correct accounting and pay-
ment to the software provider under the terms of the
license.! Thus, at any given moment in an e-com-
merce digital distribution transaction, several entities
may be vertically aligned, all participating in the cre-
ation and licensing of the digital file on a continuing
basis.? The provider of the software technology is
closer to a contractual partner than a mere product
supplier.

These “hybrid” digital files that contain entertain-
ment content and software technology challenge our
traditional notions of copyright ownership of tangible
entertainment products. These new co-ownership rela-
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tionships change profit expectations as well because
more parties are involved in the ultimate end-user
transaction. To use a book-selling example in the tradi-
tional world of physical products, a retailing bookseller
usually deals with only one source, the publisher (or
distributor), and profit is based on a relatively simple
discount relationship -~ for example, the bookseller
pays the publisher $10 for the book and sells it to the
consumer for $20, making a $10 gross profit.

In the world of digitally distributed e-books, both
the online publisher and retailer will have to share
the income (assuming the publisher does not own
the technology outright) via their digital distribution
licenses with the new and essential third party
involved in the transaction: the software technology
provider who digitally packages the product in a
form that can be marketed on a retailer’s Web site.®
The economic pie will now be sliced in at least three
ways instead of in half. For publishers and retailers

Soon Q dlsRure Qrose

berween copyrlg t holders and
joinf authors who argue obour
co-authorship and copyright
co-ownership.

(or for publishers who sell direct to consumers), the
profit participation of a software technology provider
and the copyright co-ownership implications of the
digital files themselves may indeed represent a new
business model.

These digital distribution hybrid files encompass
copyrightable contributions from more than one enti-
ty, and until courts begin to offer guidance in the form
of opinions on the joint copyright ownership status of
such files, DRM agreements that create such hybrids
should clarify the ownership status of each party, and
provide dispute resolution mechanisms. Where this
issue is not addressed, or not considered in sufficient
detail, disputes may arise, and one of the parties may
seek to enjoin all use of the hybrid file based on the
aggrieved party’s copyrighted content or technology
that forms an indivisible part of the hybrid file.

A fully developed DRM dispute based on copy-
right co-ownership of digital files has not yet reached
the courts, however there are some recently litigated
disputes between content copyright holders and
technology holders that indicate where courts may
stand on the issue. Before we examine those cases, a
brief review of copyright co-ownership follows.
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Copyright co-ownership

For a copyrighted work by one author, the tradi-
tional rules are that copyright ownership begins
when the work comes into being as an original work
of authorship* and vests immediately on creation,
either in the natural author who created the work® or
in an employer or commissioning organization under
the works-made-for-hire doctrine.® The work must be
fixed in a tangible medium of expression;” fall within
the eight categories of copyrightable works in the
Copyright Act® or subsequent case law;® and consist
of an original expression of an idea, not merely an
“idea, procedure, process, system, method of opera-
tion, concept, principle, or discovery.”°

Copyright law does provide for song, sound
recording or book collaborators and other joint
works: “authors of a joint work are co-owners of
copyright in the work.”'* The Copyright Act defines a
“joint work” as “[a] work prepared by two or more
authors with the intention that their contributions be
merged into inseparable or interdependent parts of a
unitary whole.”*? The legislative history of the
Copyright Act further defined joint authorship: “joint
authorship carries with it the status of tenants in
common, both having an undivided interest in the
whole. Each also enjoys the right to license the copy-
right nonexclusively, with a duty to account to the
other.2

Where parties have not agreed to their intentions
in writing, this definition has been the subject of
legal disputes between copyright holders and puta-
tive joint authors who argue that their contribution
was sufficient to create co-authorship and copyright
co-ownership. In the absence of contractual agree-
ments, the leading cases establish a test using the
intent of the parties to determine co-ownership.

But where mutual intent for joint authorship does
not exist though each party has made a copy-
rightable contribution, the situation is less clear. This
latter scenario describes the status of digital distribu-
tion files that contain copyrighted subject matter pro-
vided by content and technology partners. As back-
ground, we will briefly examine some of the leading
copyright co-ownership cases.

Childress v. Taylor and Thomson v. Larson are
leading cases defining the statutory requirement that
joint authorship arises from the mutual intent of par-
ties to create a joint work. Childress v. Taylor'* is a
1991 Second Circuit decision involving a play, the
ideas and background research for which originated
with an actress, Clarice Taylor, who wanted to create
a one-woman show based on comedian Moms Mabley.

After attempting unsuccessfully to write the
monologue herself, Taylor arranged to create the
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work with playwright Alice Childress. Taylor provid-
ed the idea and the initial background research.
Childress created the “original work in a fixed medi-
um of expression” by creating and writing the actual
monologue. Taylor sued, claiming her ideas and
research entitled her, in the absence of any final
express agreement (a draft agreement was rejected),
to joint authorship under copyright law.

In framing the issue, the court noted: “Care must
be taken to ensure that true collaborators in the cre-
ative process are accorded the perquisites of co-
authorship and to guard against the risk that a sole
author is denied exclusive authorship status simply
because another person rendered some form of assis-
tance.”® Thus, true joint authors must have their
rights protected, and true authors must be protected
against copyright claims from people who merely
make suggestions or provide suggestions for a cre-
ative project. The Childress court codified a two-part
test to this end, designed to protect both parties.

First, Childress strikes a balance between copy-
right law and contract. If the parties so agree in a
contract, they may assign co-authorship status to a
party whose contribution was minimal. Absent such
agreement, both parties must make a copyrightable
contribution to the work to come within copyright
law’s definition of co-author. This protects sole
authors by effectively excluding authorship claimants
who do not have a contractual agreement granting
co-authorship and whose contribution is an idea or
research that is not copyrightable. As the court said:
“It seems more consistent with the spirit of copy-
right law to oblige all joint authors to make copy-
rightable contributions, leaving those with noncopy-
rightable contributions to protect their rights
through contract.”*¢

The second test is the element of mutual intent to
create a joint work. The court noted that the statuto-
ry element that contributions be merged into “insep-
arable parts of a unitary whole” makes sense only
where joint intent to do so exists. The court’s telling
example involved contributions by editors or
researchers, even those who make significant revi-
sions to a writer’s drafts. What distinguishes these
relationships is the lack of intent of both participants
in the venture to regard themselves as joint authors.
“Equal sharing of rights should be reserved for rela-
tionships in which all participants fully intend to be
joint authors.”’

In 1998, the Second Circuit faced a similar joint
authorship issue in Thomson v. Larson.*® This case
involved the “book,” or spoken words, for the suc-
cessful Broadway musical Rent. The author, Larson,
had worked with a dramaturge, Thomson, who had
strong evidence of having made a substantial and
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copyrightable contribution to the dramatic structure
and dialogue of the work, transforming it from an
unsuccessful workshop project to a Pulitzer Prize
and Tony Award winner. Larson died before the case
was filed, and the refusal by Larson’s heirs to award
Thomson 16 percent of royalties had precipitated
the action. Had Larson lived, he indeed might have
granted Thomson a contractual right to royalties,
notwithstanding the validity of her joint authorship
claims under copyright'® - the copyright-via-con-
tract scenario described by the Childress court.

In Larson, the plaintiff could not prove mutual
intent, however she very likely met the other Childress
test in that her contribution was substantial enough to
be independently copyrightable. What would be her
rights in this uneasy copyright co-ownership scenario?
Because the plaintiff raised the issue for the first time
on appeal, the court discussed but did not rule on the
issue. If Thomson retained rights in her copyrightable
contribution to Rent, the nature of those rights and
how they would be exercised was not resolved. If she
enjoyed a nonexclusive right to her contribution, as in
Effects Associates v. Cohen?®, how could she exercise
that right for her portion of Rent? Would she have the
right, as she argued, to “enjoin any use of her contribu-
tions in any stage production, book, cast album or
motion picture™??!

E-commerce rights in hybrid files

This open copyright co-ownership question posed
by the Larson court relates directly to the questions

Whor distinguishes

these relaftionships is
the lack of infent ro
regard themselves
as joint aurhors.

concerning e-commerce: Where digitization and dis-
tribution of copyrighted works occur through the
use of third-party copyrighted software, may the
technology copyright holder enjoin any e-commerce
digital distribution use of their copyrighted portion
of the digital file, thus prohibiting commercial
exploitation of the entertainment content itself?

The answer to the question may lie partly in the
terms of software license agreements that specify
ownership of any creative content produced through
the software technology. Fully negotiated e-com-
merce digital distribution agreements where technol-
ogy providers specify ownership in their portion of
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the digital file remain confidential, and may not them-
selves fully address co-ownership implications. And
the industry reality is that outside the largest or most
technologically adept media companies, vast numbers
of entertainment content copyright owners have little
direct experience with digital distribution agreements
and the new business models they present.

The e-commerce rights reserved by mass-market
software products in their published end-user
license agreements are thus helpful published
sources indicating which rights in “hybrid” files are
generally claimed by software technology copyright
holders. Such rights typically convey from end-user
license agreements (EULAS) that are provided either
with the physical packaging or through click-
through screens when purchases are made online.??

Many of these agreements remain rooted in the
pre-Internet world, when a software supplier’s great-
est concern was unauthorized duplication. Thus typ-
ical EULAs address competitive and piracy concerns
by prohibiting copying the software, reverse engi-
neering and creation of derivative works.?

More recently published mass-market EULAs are
instructive as indicators of the software copyright
holder’s reservation of e-commerce rights for files
created by the end-user, even when such files con-

usician creaftes a
hybrid digital file that also
conrains the copyright
sofrware rechnology.

tain the end-user’s own copyrighted material. For
example, EULAs that accompany music engraving
software specifically designed to create or include
copyrighted musical scores, reserve digital distribu-
tion rights in the resulting files, thus constraining the
uses a user may make beyond simply printing out
copies.?*

A musician who creates a score using these prod-
ucts, and who reads the fine print, is creating a
hybrid digital file that contains the musician’s own
copyrighted work and also contains the copyright
software technology. Under the terms of the EULA,
the musician may not make e-commerce uses of the
file that contains their own work without a separate
license from the software technology provider.

Software designed to create MP3 sound files also
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restricts commercial use of user-created files in the
EULA. The RealPlayer MP3 file player and other
products reserve rights to any commercial use of
user-created files, and further reserve specific e-com-
merce rights in the license restrictions clause.?

Software technology companies may also charac-
terize end-user created files as derivative works that
may not be exploited under the terms of the EULA.
Micro Star v. Formgen?® involved a video game that
allowed users to create customized levels of play,
which were held in individual files. The EULA
accompanying the software specified that such user-
created files could not be sold and if shared, had to
be “offered for free.”

Micro Star, without license, harvested 300 of the
user-created files from the Internet and marketed
them on a CD-ROM. The court held that under
Effects Associates v. Cohen,?” Micro Star could not
claim that a nonexclusive license existed in fact or
by implication and that there was no license orally
or implied by conduct.?® Micro Star’s fair use argu-
ment also failed because of the commercial nature
of its CD-ROM sales. The court held that the CD-
ROM infringed by virtue of being an unlicensed
derivative work? based on the Duke Nukem
“story.”%

The court in Micro Star used the copyright hold-
er’s EULA license agreement to enforce the copyright
holder’s rights against an unrelated infringing party. E-
commerce disputes between commercial entities,
however, would arise out of complex business part-
nerships rather than acts of outside infringers. For
now, Micro Star enforces the position that a software
technology provider has the right to control how an
end-user may exploit files created by the end-user
themselves, even if those files contain copyrightable
subject matter created by the end-user.

Courts are willing to see co-ownership

There is not yet a reported case involving a DRM
copyright infringement dispute between entertain-
ment content and technology copyright holders, in
the context of fully negotiated DRM agreements
between commercial entities. However, cases
involving Web site copyright ownership disputes
between technology providers and content owners
(other than domain name disputes under trademark
law) are beginning to emerge. Although none direct-
ly involves digital distribution, for the moment they
may provide clues on how courts will view copy-
right co-ownership in cyberspace in future disputes
between content and technology copyright holders.

A 2000 case from the U.S. District Court of the
Southern District of New York, Holtzbrinck
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Publishing Holdings L.P. v. Vyne Communications
Inc., involved disputed claims to Web site copyrights.3!

Holtzbrinck, the publishers of Scientific
American magazine, hired Vyne, a programmer, to
create a Scientific American Web site. The parties
drafted but did not execute an assignment of copy-
right to the publisher of the site and the program-
ming work.®2 When a dispute over fees erupted, the
programmer registered copyright, claiming owner-
ship that included “coding, programming and graph-
ics” and notified the publisher that the Web site now
infringed the programmer’s copyright.

The programmer did not claim authorship in the
copyrighted content provided by the publisher (that
is, the magazine content); however, the program-
mer’s copyright claim in the software technology
effectively prohibited the publisher’s entertainment
content from being used or displayed on the publish-
er’s own Web site. This interconnectivity of the
copyrights held by the parties in Holtzbrinck, and
the power of one party to “block” distribution of the
other party’s copyrights, is perhaps a harbinger of
things to come in future e-commerce DRM disputes.

Following the model of Effects Associates v. Cohen
that flawed contracts may at least follow the parties’
intent by creating nonexclusive licenses, the court
held that the parties’ acts - including payments,
delivery of programming and access to the Web site -
indicated that the publisher at a minimum had an
implied nonexclusive license to its own commis-
sioned Web site. The court further noted: “The parties
most likely intended that the programs and codes be
merged with the editorial content, to produce one
work - the Web site... To the extent that the parties
each contributed copyrightable work, the Web site
would be a joint work. As such, both authors would
be co-entitled to copyright protection.”

The lack of a clear writing between the parties in
Holtzbrinck may have confused not only the parties
but also the court, given its supposition that the par-
ties intended to create a joint work under copyright.
It is hard to imagine any entertainment copyright
holder allowing its copyrights to merge with soft-
ware programming on a Web site.

In a scenario involving a well-known publication
such as Scientific American, it becomes even less
likely that they would have granted co-ownership
rights to a software technology provider. Copyright
holders would almost certainly insist on full assign-
ment of the copyright to programming done for the
Web site, as well as ownership and control over the
entire enterprise.®

A similar recent copyright co-ownership case pit-
ting a Web site developer’s copyright claim in soft-
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ware against a Web site content owner is
Netnumina Solutions Inc. v. Dietrehab.com Inc.3
Like Holtzbrinck, copyright infringement was
claimed by the technology provider in a dispute
over programming fees. In the absence of a clear
agreement concerning copyright ownership, the
Netnumina court was willing to consider whether
the Web site’s content and technology had merged
into a joint work, noting that “[a]lthough neither
party raises the issue, it is possible that the parties
may be “joint authors” of the subject materials
which were prepared.”®

Like Holtzbrinck, clear resolution of the copy-
right co-ownership issues was not obtained: the
court stayed the copyright infringement claims and
entered an order compelling arbitration of all other
claims and counterclaims.®® Both cases indicate that
at least in these early days of digital distribution by

I fis hard ro imagine
any enferfainment copyright
holder allowing its copyrights

fo merge with soffrware
programming on a Web sife.

e-commerce, there is a willingness among courts to
consider entertainment content and software tech-
nology providers as co-owners of their joint digital
endeavors.

Conclusion

Historically, copyright holders are well known
for insisting on high levels of control over licenses
that use or affect their copyrights in any way, with
the exception of compulsory mechanical licensing
for sound recordings. As the above recent cases
make clear however, in the absence of a clear
understanding of copyright co-ownership implica-
tions in digital distribution, courts are willing to see
implied co-ownership in ways that potentially limit
control for entertainment copyright owners.
Copyright holders that wish to take advantage of
DRM technology thus may find themselves in a new
and perhaps unfamiliar licensing role: equal partner
instead of full owner.

The parties must understand the unsettled nature
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of copyright co-ownership in hybrid digital files, and
then craft agreements that clearly identify and pre-
serve the rights and copyright ownership status of
each party. Copyright holders must understand that
if the agreement calls for any form of possible co-
ownership in the digitized files, the potential for dis-
putes and income interruption exists.

In foreseeing such disputes and dealing with them
proactively in DRM agreements, the first priority for
any copyright holder participating in e-commerce is
to preserve the greatest Internet necessity of all, a
willingness to embrace the new. l
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‘This Song’s Got No Title Just

Words and a Tune’:
Protection of song titles under the Lanham Act

ALLEN B. GRODSKY AND ERIC M. GEORGE

‘Start Me Up”!

producer has a brilliant idea for a new

movie, an inspiring tale about a young

man named Bennie who, overcoming
adversity, becomes the quarterback for the New
York Jets and leads the team to the Super Bowl. He
has the perfect name for his movie: “Bennie and the
Jets.”

His assistant asks: “Are you sure you can title your
movie with the same name as Elton John’s famous
song without his permission?” “Of course | can,” the
producer insists. “I won’t be using any of Elton
John’s music, and the story line is completely differ-
ent than that of the song. Anyway, you can’t copy-
right a song title.”

One can only hope that this producer has broad
insurance coverage. Under the federal Lanham Act,® a
musical composition that has secondary meaning is
protected as an unregistered trademark. A producer
of a movie, play or television show infringes that
trademark - and risks imposition of an injunction or
award of substantial damages - by using such a song
title in a way that causes a likelihood of confusion.

In this article, we will show:

e what a songwriter must prove to establish sec-
ondary meaning in a musical composition;

e what unauthorized uses by others of song titles
create a likelihood of confusion; and

e what relief a songwriter may recover against
someone who uses his or her song title without per-
mission.

‘| Second that Emotion™#
Titles of works of artistic expression - including
titles to musical compositions - obtain trademark
protection with “proof of secondary meaning and

Allen B. Grodsky and Eric M. George, both of Browne &
Woods LLP, represent talent in the music, television and
movie fields in business litigation matters, including copy-
right and trademark disputes. They recently represented
composers of the song “Killing Me Softly with His Song” in a
lawsuit regarding the motion picture entitled “Killing Me
Softly.”
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consumer recognition.” In the words of Professor
McCarthy: “The test of secondary meaning for literary
titles is essentially one of determining whether, in the
minds of a significant number of people, the title in
question is associated with a single source of the liter-
ary work.”®

The critical inquiry is whether the song is suffi-
ciently well known - as a result of sales or perfor-
mances - that people who hear the title think of
the song. A songwriter need not prove, however, that
people who hear the title think of the songwriter.”

In making this determination, courts will analyze:

e how long the song title has been used;

e the extent of advertising and promotion of the
song title, including how much money was spent in
doing so;

e the number of people who have purchased
albums or videos of the song;

e unsolicited media coverage of the song;

e consumer surveys linking the title to the song.®

Ultimately, this is a bit of a “I know it when | see
it” kind of test. For example, the Second Circuit had
no trouble agreeing that “Sing, Sing, Sing (with a
Swing),” the title of the 1930s Benny Goodman jazz
composition, had secondary meaning.® The court
noted that, according to one poll, the song was one
of the 100 most important musical works of the 20th
century and “[f]or those familiar with the Benny
Goodman version of it with its upbeat syncopation
and counterpoint, ‘Sing, Sing, Sing’ is as distinctive
and recognizable as the opening four notes of
Beethoven’s Fifth Symphony are to a classical music
lover.”10

Of course, a songwriter must actually introduce
evidence to prove secondary meaning, and not
assume the court will take “judicial notice” of the
song’s fame. Apple, successor-in-interest to the
Beatles, learned this lesson in a case involving such
famous songs as “Let it Be,” “Hard Day’s Night” and
“Yellow Submarine.”*! The district court denied
Apple’s motion for summary judgment, holding that
the mere fact that the Beatles’ “Anthology” record-
ings sold 8 million copies - the only evidence sub-
mitted by Apple - did not, in and of itself, establish
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secondary meaning. Nevertheless, it is hard to imag-
ine that a court would not conclude that such song
titles had secondary meaning, once Apple introduced
the appropriate evidence.

At the opposite end of the spectrum from such
popular works, however, are compositions such as
“Slow and Easy” and “Your Love.” Any trouble the
reader has in summoning these songs’ melodies was
similarly experienced by the federal district court'?
that found that the composers of these songs had
failed to create a triable issue concerning secondary
meaning. The court noted that “before plaintiffs reg-
istered their songs,” other artists have recorded “35
different songs entitled ‘Slow and Easy’ and 320 dif-
ferent songs entitled “Your Love.”*® Additionally, the
court was unimpressed by the sales of plaintiffs’ ver-
sion of the songs (collectively, less than 900) and
total advertising expenditures (less than $600).

Similarly, a federal district court held that the
country title “Better Class of Losers” - though the
song had been performed publicly some 47,000
times - had failed to generate a secondary mean-
ing.!* The court found “these numbers are relatively
insubstantial considering the lapse of time since the
previous recording was released and the fact that the
affidavit of one industry expert noted that the song
‘Stand by Your Man,’ a ‘hit’ owned by Tree, has been
publicly performed more than two million times.”®

‘Dazed and Confused’

Once a determination is made that a song title has
secondary meaning, the songwriter then must estab-
lish that the other party’s use of the title creates a
likelihood of confusion among the public. The ulti-

I he music and motion

picture industries are,
in large part,
one and the same.

mate test for likelihood of confusion is “whether the
public is likely to be deceived or confused by the
similarity of the marks.”®

Because there are First Amendment concerns
involved in the choice of a title of a work of artistic
expression, the finding of likelihood of confusion
must be “particularly compelling.”*” But this standard
is not impossible to meet: “It would be ironic if, in
the name of the First Amendment, courts did not rec-
ognize the right of authors to protect titles of their

creative work against infringement by other
authors.”8

The Ninth Circuit determines likelihood of confu-
sion by examining seven different factors, although
the presence or absence of any particular factor does
not necessarily determine the existence of a likeli-
hood of confusion.*® What follow are each of those
factors, and how they apply in a song-title infringe-
ment case:

Proximity of the goods

In determining whether there is a likelihood of
confusion, a court will consider the “proximity of the
goods” because “the relevant purchasing public is
more likely to be confused when the users of similar
marks or names sell related goods.”?°

But is the medium of film sufficiently proximate to
the medium of music as to cause this factor to weigh
in favor of finding a likelihood of confusion? The
answer is yes, and for good reason. The music and
motion picture industries are, in large part, one and
the same. Motion picture studios own record compa-
nies. Movies use songs in soundtracks and are often
accompanied by, and promoted in connection with,
those soundtrack albums. And, in the other direction,
most popular songs are promoted by videos.

Given the ways in which the film and music media
overlap, then, a composer can do more than prevent
another composer from using his song title. Rather,
under the general rule that a “plaintiff’s title that has
acquired secondary meaning in one literary medium
will be strong enough to prevent defendant’s use of
the title on another type of literary work,”? a com-
poser should be able to prevent a movie producer
from purloining a song title for use as a movie.

Similarity of the marks

Similarity of the marks is a critical factor in likeli-
hood-of-confusion analysis.? Clearly, this test is satis-
fied where a well-known song title is used verbatim
as a film title.

But what if our imaginary producer tries to avoid a
lawsuit (and payment of a licensing fee) by changing
his movie so that Bennie becomes a basketball star
for the New Jersey Nets. Now his movie is titled:
“Bennie & The Nets.” Does he still have a problem?
Most likely, yes.

Where the titles are not identical, courts assess the
similarity of the marks on three levels: sight, sound
and meaning.?® The marks must be considered as
encountered in the marketplace.?* A court will weigh
similarities more heavily than differences.?

With song titles, two of these tests have obvious
application: sound - do the titles sound alike? -
and meaning - do they mean the same thing? But
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“sight” may be applicable as well if the song has a
well-known video and the movie attempts to copy
the story or mood of the video.

Strength of the mark

Courts also analyze the strength of the mark, and
a strong mark is given greater protection than that
afforded to a weaker one.? Courts review the
strength of a mark by its placement on a continuum
of marks from “generic,” which receives no protec-
tion; to “descriptive” or “suggestive” that receives
moderate protection; to “arbitrary” or “fanciful,”
which receives maximum protection.?”

Where a song title is involved, the logic applied to
titles generally by Judge Learned Hand applies: “A
title is, if not strictly descriptive, at least suggestive,
and not an arbitrary sign.”?® And the primary criteri-
on determining whether a song title will fall on one
side or the other of this “uncertain” line will be the
“imaginativeness involved in the suggestion” con-
tained in the song’s title.? Ultimately, the more “sug-
gestive” - and less “descriptive” - the song title,
the easier to prove actual confusion.

Marketing channels

The existence of convergent marketing channels
similarly weighs in favor of a likelihood of
confusion.*® Here, music and film are marketed in
the very same channels: TV ads, newspaper ads, bill-
boards, Internet sites and the like. Indeed, many
movie theaters run an audio track (just before the
trailers) promoting, among other things, popular
records. Moreover, stores like Blockbuster, and Web
sites such as Amazon.com, sell music and videos at
the same time to the same customers.

Type of goods and purchaser care

The type of goods and quantity of consumer care
is relevant to determining likelihood of confusion
because when the goods at issue are expensive, “the
buyer can be expected to exercise greater care in his
purchases.”! Thus, the court found it significant in
AMF that the adverse parties were each manufactur-
ers of “high quality, expensive” speedboats.*

But a movie ticket is not a luxury speedboat. And
s0, where a “typical buyer” gains admission to a
movie theater at a relatively negligible $9 per ticket,
it is a fair assumption that he or she would not be
expected to exercise “greater care” in making the
purchase. Thus, this factor will weigh in favor of
finding a likelihood of confusion.

The junior user’s intent

When the junior user has “deliberately adopted a
plaintiff’s mark with a view to obtain some advan-

tage from the good will, good name and good trade
that the plaintiff has built up, the inference of likeli-
hood of confusion is readily drawn because the
defendant’s act indicates that he expects confusion
and resultant profit.”* While it is unlikely that movie
studio insiders would admit to such intent, “deliberate
adoption” can be shown where the movie asked for
the right to use the song title and, when permission
was denied, went ahead and used the title anyway.**

Evidence of actual confusion

Evidence of actual confusion “is persuasive proof
that future confusion is likely.”® Actual confusion
can be shown by a well-crafted survey®® or anecdotal
evidence.®” Accordingly, a songwriter contemplating
an infringement suit based on unauthorized use of a
song title for a motion picture would be well advised
to keep detailed records of statements from friends
or other third parties asking or expressing surprise
about their involvement in the movie.

Likelihood of expansion

A “strong possibility” that either party may expand
its business to compete with the other weighs in favor
of a finding of a likelihood of confusion.®

I he type of goods and

quantity of consumer care
is relevant to determining
likelihood of confusion.

In today’s film production business, even a mod-
estly successful film is likely to generate a soundtrack
album. And so, the composer whose song title is
“borrowed” only for a movie title may later find - a
short distance away in an alphabetically organized
CD bin - his or her song title prominently displayed
as the title to a movie soundtrack album. Thus, con-
sideration of this factor should support a finding of
likelihood of confusion.

‘The Needle & the Damage Done’

Imagine that our friend the producer ignores his
assistant’s advice and spends $20 million preparing
an ad campaign for the new motion picture “Bennie
& The Jets.” Trailers start to run and suddenly he
receives a cease-and-desist letter and runs into your
office for advice. After ranting for an hour about how
“ridiculous” the letter is, he asks: “I don’t really have
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any exposure here, do?” Guess again.

The remedies for infringement of an unregistered
trademark (such as a song title) include the following:

e entry of a preliminary and/or permanent injunc-
tion prohibiting use of the infringed trademark (and
thereby enjoining release of the movie);*

e award of actual damages sustained by the song-
writer, 4 which include whatever the songwriter
could reasonably be expected to be paid had a
license been properly obtained;

@ an order disgorging the infringer’s profits from
the infringement, on proof that the infringement was
deliberately designed to create confusion; ** and

® an award of attorney’s fees, on proof of willful
and deliberate infringement.*

‘The end’®

The issue of a songwriter’s rights in a song title is
not a frivolous one. What if Elton John did not object
to our producer’s use of “Bennie & the Jets” as the
title to the movie? The dispute would not end there.
Who would have the right to sell “Bennie & the Jets”
T-shirts or posters? Who would have the right to the
“Bennie & the Jets” Web site?

Composers of famous songs must vigilantly pro-
tect their rights or they will see them slowly
“Fadeway.”*
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EDITORIAL

RicHARD J. GREENSTONE

Note to reader: This article, like any article on
Napster that attempts to predict the future, should
be taken with a grain of salt. It was written in May
2001, for publication in early 2002. A lot can
change in a few months.

ix people -- five record-label executives

and the president of the Recording

Industry Association of America (RIAA) --
prance around a coffin in which the remains of
Napster rest quietly, its short life and unrealized
potential not fully appreciated by the revelers. Their
intended victory dance has become a macabre
dance of death. The failure of the record labels and
the record industry to recognize opportunity and
embrace the immature Napster model amounts to
one of the biggest business mistakes in the indus-
try’s history.

It is true that the Napster model was built on unli-
censed copyrights. But there is precedent of sorts for
this, the formation of performing rights societies that
collect licensing fees, such as ASCAP, BMI and
SESAC. This time around, though, the record indus-
try never even gave Napster a chance to adopt that
model.

Napster instituted a paradigm shift for the record
industry; the failure to embrace that change will pre-
vent the record industry from instituting a compre-
hensive method of purchasing published music from
any source. It will also alienate its core customers.
When the record industry looked on Napster, it saw
only a challenge to its existing business model. It
could have been a story about recognizing an
opportunity and grabbing and exploiting it -- even
though Napster was not yet the perfect model out-
lined by record company visionaries, A&R people,
Web site designers, security experts, accountants,
lawyers and other so-called decision makers.

What software program ever has been fully effec-
tive in its version 1.0 incarnation? Adoption of the

Greenstone practices copyright, trademark, trade secret,
licensing, business and transactional law for the computer,
entertainment and publishing industries in San Francisco.
He is former editor-in-chief of the Entertainment and Sports
Lawyer and currently its division chair for the visual arts.
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Napster model would have absorbed millions of
users happy with the Napster system and brand.
The record industry should have taken a lesson
from the computer industry: Version 1.0 of a pro-
gram may be poorly implemented and unable to fill
all needs, but version 3.0 is the killer app.

Let's examine the effect of Napster, first from the
customer’s point of view. Napster allows a user to
bypass established record distributors. Purchasers
long have bristled at paying $15 to $20 for a CD to
hear only one or two worthwhile songs. Napster
allows users to get just what they want -- one par-
ticular song, not the whole album. Napster empow-
ers a user to find music that may be out of print and
buy “old” rather than trendy new music. New artists
can use Napster to distribute music at little or no
cost, cutting out record labels that often take more
than they give an artist with a standard recording
contract.

From the recording industry perspective, on the
other hand, Napster is anathema. Napster allows

W hen the record industry

looked on Napster, it saw only
a challenge roifs existing
business model.

users to obtain music without record label/brand
identification. It allows users to get one or two
songs instead of an album of often second-rate filler
material that justifies the industry’s selling an over-
priced CD. Napster offers convenient shopping by
computer, bypassing established bricks-and-mortar
advertising and distribution outlets. Napster users
avoid frustrating shopping experiences in record
stores that often don’t have items in stock. And
artists can distribute their works without the label
intervening or taking the lion’s share of the income.
In its outrage over Napster’'s bold inventiveness,
the record industry missed a crucial point: Napster
works. It works the way people want to purchase
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music: A person enters a record store and searches
for a disc first by genre, then by artist. Similarly, a
user searches online for music by artist or song title,
and then is given a variety of files to choose from,
usually presented by bit rate, source, download
speed, etc.

A customer, whether shopping in a record store
or online, does not search for music by record com-
pany. A person does not say, “Gee, | think I'll buy a
recording from Elektra.” That's an unnatural way to
search for and purchase a song and completely

I he record industry

missed a huge chance to
convert Napster users o a
paying subscriber base.

ignores the brick-and-mortar model of music distrib-
utors, who sell music from all record label sources,
grouped by genre and artist. The balkanization by
record companies of online distribution will doom
those record companies to insignificant online sales.

The record industry missed a huge chance to
convert Napster users to a paying subscriber base.
Even though not all would have paid, a system --
widely adopted by users -- was in place that could
have converted a large populace of users who rec-
ognize the meaning of copyright and would have
accepted reasonable charges for a system that dis-
tributes music in an innovative manner. But now the
record industry -- with its “take no prisoners”
stance -- has forced these potential customers to
migrate to systems without central servers or
accountable companies.

The record industry has failed to deliver a simple
and successful way to purchase music. It has demon-
strated a complete inability to deal with technology
in an elegant way, because of its insistence on nonre-
producible music. The Secure Digital Music Initiative
(SDMI) still founders after several years. The record
industry should learn from the experience of comput-
er software publishers that encoding, copy protec-
tion, hardware keys and software keys just don't
work. Hackers always can crack the system.

The software industry has dealt with this problem
in a logical way by introducing very high-end pro-
grams that sell for several hundred to thousands of
dollars each and are protected by a complex regis-
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tration system. The first string of registration num-
bers appears in the “about this program” box,
which also delivers a copyright notice and basic
licensing information. The last string, necessary to
make the software program work, does not appear
in the box.

If an unlicensed user copies the program and
registration number from the “about this program”
box, the program will not work. In addition, virtual-
ly all programs retailing for under $100 can be
obtained on a “try before you buy” basis where
users download and use the program for a specific
period. After that time, access is prohibited or cer-
tain functions stop working.

The question is why the record industry cannot
adopt a similar model, allow a certain number of
plays, then require the user to pay for that particular
piece of music to keep it. This would spread good-
will (free music) and ensure that, if the music is
appealling, the user must eventually pay for it or
suffer the automatic deletion of the song file from
the computer. By failing to develop a workable dis-
tribution model and waging war on Napster instead,
the record industry has sent a terrible message: It
simply does not trust its customers.

Napster reportedly had 50 million users. That's
not a community; it's a virtual nation. And the
record industry decided to declare war on that
nation without recognizing one fundamental fact:
The citizens of that nation comprise record-industry
customers.

Wars have ugly truths. In order to win the war
and not commit the biggest business mistake of all
time, the record industry should accept that a small
amount of music might be delivered without pay-
ment. Call it goodwill, or acceptable losses --
every business must factor into its pricing structure
some acceptable losses. In the restaurant business,
it's called “waste”; in the retail business it's called
“shrinkage.”

The record industry already factors into its pric-
ing structure the shrinkage that occurs as a CD
makes its way from recording studio to manufactur-
er, to distributor, to retail store. The record industry
locks itself into a self-defeating stance when it
expects compensation for every last unit.

The record industry needs to court its audience
because, without it, there is no profit. The industry
should do everything possible to deliver music to
the user in ways the user wants and needs. The
record industry should now concede defeat; insist-
ing on total victory means Killing the golden goose
called Napster.
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ARE THE CATS OUT OF THE BAG?

(continued from page 1)

creating the sea change of truth than concentrate on
such mundane and temporal matters. Theater was, in
its origins, a sacred function.? Its inspiration, expres-
sion and creation are in turn governed by a web of
agreements and laws that regulate the monetary
transactions resulting from these acts and the right to
control the integrity of one’s work, the time and
manner of its appearance, and the association of the
artist's name with his or her work.

Dealing with legal issues, the cost of lawyers, the
fast-paced and often informal nature of work in the
performing arts as well as inequalities in bargaining
positions, may cause artists and producers to avoid,
ignore or misunderstand legal formalities that are
intended to protect them. The absence of - or error
in - those formalities can ultimately lead to dissen-
sion, litigation, limitation on the use of the artist's
work, and incursion of unanticipated costs. Artistic
and business relationships always risk stress and ran-
cor. The goal for the entertainment lawyer should be
to keep the ordinary from turning into farce or court-
room drama.

A rare opinion addressing rights in theatrical
designs was provided by a federal judge in the
Southern District of New York in 2000. The court
denied a motion to dismiss (in substantial part) alle-
gations of copyright and trademark infringement
brought by Candace Carell, the makeup designer for
the American production of the smash Broadway hit
musical Cats.> The 30-page decision dealt with many
of the copyright and related trademark matters that
arise with respect to theatrical designs. The decision
is instructive both to litigators and transactional
entertainment lawyers.

This article discusses the Carell case and more gen-
eral issues concerning the existence and nature of
copyright in theatrical designs such as whether the
designs meet the threshold requirement for the exis-
tence of copyright and the ownership of theatrical
designs. An analysis will help the lawyer to avoid or
resolve problems before they become unmanageable.

The Carellcase

The Carell case aptly demonstrates the risks of liti-
gation and the reduced ability to make use of work

Dine (dine@sewkis.com) is an associate at Seward & Kissel
LLP in New York City practicing civil litigation and intellec-
tual property law. He is also an occasional lighting designer.

that stems from the failure to understand the legal
implications of creative acts and the need for written
agreements. Judge Allen Schwartz, like the deus ex
machina in a Greek drama, helped the parties
resolve their contentions, encouraging a settlement
after the Second Circuit denied defendants leave to
appeal.

Carell sued 18 defendants connected with the
American production of Cats. Among the defendants
were the Shubert Organization Inc. (a producer),
other producers, John Napier (the set and costume
designer), Andrew Lloyd Webber (the author of Cats
and producer of the video version) and others associ-
ated with the stage production, video production

I he goal for

the enfertainment lawyer
should be ro keep the ordinary
from rurning info farce or
courfroom drama.

and licensing of Cats.* Although the court dismissed
claims against three foreign entities and certain indi-
vidual defendants, other defendants -- including
Lloyd Webber and Napier - remained in the case.®

In deciding the defendants’ motion, the court did
not determine whether any of the defendants had
actually violated any of Carell's rights. The court only
decided that certain allegations and claims made by
Carell in her complaint, if ultimately proven to be
true, could raise valid claims of copyright and trade-
mark infringement against some of the defendants.
The description of the case that follows is taken from
the court's opinion, which was based on the untest-
ed allegations of the complaint.

In 1982, for the American production of the musi-
cal, Carell designed makeup for numerous Cats char-
acters. The designs were created on her own, with
ideas provided by John Napier, the show's set and
costume designer, and with designs by Carell and
Napier together.

Carell's contract with the producer did not refer
to copyrights in the makeup designs, and she did not
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seek to register the copyright in the designs until
more than seven years after creating them. While she
had sought legal advice about copyright in the
designs, the first two lawyers she consulted did not
think that they were subjects of copyright protec-
tion. However, the third lawyer that Carell consulted
proceeded to register the copyrights.

Carell received playbill credit for the makeup in
the New York production. However, when the
designs were (allegedly) used for a video, in a color-

I or a rtheatrical

performance, copyright
exist only in the rangible
fixafion of a work.

ing and activity book about Cats makeup designs and
other uses, Carell was not credited. She received no

additional compensation or royalties. Indeed, the pro-

ducers reacted to Carell’s claims by preventing her
from marketing her own book about Cats makeup.

After arguing several years with some of the defen-
dants concerning ownership of the designs, Carell
sued in 1999. That was almost 18 years after creating
the designs and almost nine years after registering
them as the sole copyright owner.® Carell sought to
resolve claims that Napier was a joint author of the
makeup designs, that the producers’ uses of the
designs without permission constituted copyright
infringement, and that use of the designs without
crediting her was a misrepresentation of the origin of
the designs. The court decided that Carell could pur-
sue claims of copyright and trademark infringement
against some, but not all, of the defendants.

The parties did not dispute that the designs are
protected by copyright. The court found that the
designs were original and are fixed in tangible form
when applied to the actors’ faces.

The court determined that because Carell had not
brought suit over her claims of ownership of the
designs until more than three years after the defen-
dants contested her ownership, her claim that she was
sole owner of the designs was barred by the three-year
statute of limitations on copyright claims.”

The court found that her infringement claim, which
was pleaded in the alternative to her sole-ownership
claim, could proceed in respect of infringements
occurring in the three years preceding the filing of the
lawsuit. According to the court, Carell had successfully

pleaded the elements of copyright infringement. She
had identified original works that were the subject of
the copyright claim. She claimed ownership of those
works and that they were registered. Finally, she iden-
tified the allegedly infringing acts.®

Although Carell’s declaratory claim for sole owner-
ship of the makeup designs was time barred, she had
valid registrations for the designs and alleged sole
ownership to some, if not all, of the designs.®

Finally, the court allowed Carell's claims of trade-
mark infringement for failure to credit her. She
claimed that the defendants’ use of the designs with-
out crediting her was a false designation of origin in
violation of Section 43(a) of the Lanham Act. Her
claim was in the nature of “reverse passing off,”
where one person falsely claims another’s product as
his or her own. The court reasoned that the harm
caused by reverse passing off is that the originator of
the product is “involuntarily deprived of the advertis-
ing value of its name and of the goodwill that other-
wise would stem from public knowledge of the true
source of the satisfactory product.”*® The defendants
sought leave to appeal the court’s decision to the
Second Circuit. That request was denied and the case
settled thereafter.

Copyright in theatrical productions

No copyright exists in a theatrical performance per se
because copyright exists only in the tangible fixation of
awork.** A performance is inherently unfixed and is
unprotected. However, its tangible and fixed compo-
nents will be protectable, assuming they meet other
statutory requisites. For example, a video recording of a
theatrical performance is a tangible fixation and is pro-
tectable as an audiovisual work under the Copyright
Act. A recorded theatrical performance will generally be
considered a collective work, because a number of con-
tributions to the performance including the play, the
various designs and potentially the direction, constitute
“separate and independent works assembled into a col-
lective whole.”? Copyright in a collective work is sepa-
rate from the copyright in each component, which vests
initially in the author of the component.*?

Copyright and the designer

The play generally remains the same from production
to production. However, the designs for each produc-
tion will differ because they are produced by different
groups with different budgets, directed by different
directors with different intentions and concepts and
produced in different spaces. Areas of theatrical design
traditionally include set, costumes and lighting but can
range far beyond, to include sound, makeup, masks,
puppets or anything else within the realm of art and
necessity.

ENTERTAINMENT AND SPORTS LAWYER 16 VoLumE 19, NUMBERS 2-3  SUMMER/FALL 2001



The work product of theatrical designers varies.**
The set designer produces renderings, models and
drawings that are used as the basis for the construc-
tion and painting of scenery. The costume designer
develops a “costume plot,” which details the cos-
tumes to be used by characters in each scene, and
prepares drawings of costumes. The lighting designer
produces schematic drawings and detailed lists show-
ing the location and type of lighting instruments and
other hardware to be used in the production. The
lighting designer executes the design in the technical
and dress rehearsals of the play by setting the lighting
levels, the timing of changes in those levels and the
execution of lighting effects.

Thus, the work of designers covers drawings, writ-
ten documents and sculpture, which are traditional
subjects of copyright. According to Local 829 of the
United Scenic Artists union, the entertainment design-
er’s union local, the first opinion in which a federal
court found that a set design could be the subject of
copyright was issued in 1997.%5 In that decision, the
court held that the issuance of a registration by the
U.S. Copyright Office creates a presumption that the
work is copyrightable and that defendants had not, on
their motion to dismiss, rebutted that presumption.®
The ruling suggests that, as a matter of law, set
designs may be the proper subjects of copyright. That
ruling opens the issue of whether a designer could
bring suit to redress the unlicensed copying of his or
her work.

Whether such work might or might not be the sub-
ject of copyright is open to the same analysis applica-
ble any other type of work:

e whether the act of designing is insufficiently cre-
ative to imbue its resulting products with the original-
ity necessary to justify copyright protection,

e whether the expression of the design is dictated
by the idea of the play,

e whether (as a defense to infringement) the
designs are merely “scenes a faire” in that one design
does not copy protected expression from another but
that two designs merely share elements common to a
genre,

e whether certain types of design - particularly
lighting and sound - are not tangible or fixed and are
therefore not protected, and

e whether the designs (at least as executed) are
merely utilitarian.

With respect to lighting and costume design, these
elements are analyzed as follows:

Originality
Originality simply means that the work was inde-
pendently created by the author and that it possesses

at least some minimal degree of creativity.!” So long as
a work is not copied from another, it has been inde-
pendently created, even if it is identical to another
work.'® As for creativity, the vast majority of works
make the grade quite easily, as they possess some cre-
ative spark, no matter how crude, humble or obvious
it might be.'® Under this standard, there can be little
question that theatrical designs should routinely pass
the low bar of originality.

Idea-expression merger

Copyright protects expression, not ideas. When
the expression is inseparable from the idea it express-
es, the expression and the idea merge, and the com-
bined idea-expression is not protected.?° If there is
only one way that an idea can be expressed, that
expression is not protected by copyright. The argu-
ment in support of merger in a theatrical design is
that the design is wholly dictated by the direction or
text of the play.

But, “we may fairly speak of the art of stage design-
ing as poetic, in that it seeks to give expression to the
essential quality of the play rather than to its outward
characteristics.”? There are few works that directly
dictate the precise mode of design in a way that
leaves no latitude to the designers. There are even
fewer directors and designers who would allow that
to happen. Indeed, each production of a work will
emphasize different elements of the play.

Sroge designing seeks

fo give expression ro the
essential quality of the play
rarher than ro its ourward
characteristics.

Scenes a faire

The scenes a faire doctrine is not an attack on the
copyright protection in a work, but a defense to a
charge of infringement of the work. Scenes a faire
are sequences of events necessarily resulting from the
choice of setting or situation, or incidents, characters
or settings that are indispensable in the treatment of a
given topic.?? The doctrine is related to the merger of
idea and expression. Although the precise expression
of a stock scene may be protected, the more general
scene a faire is not.

A typical scene a faire in a theatrical set design
might be the living room set. All such sets will con-
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tain combinations of sofas, chairs, lamps, artwork and
coffee tables. Certain arrangements (for example, a
sofa flanked by chairs with a coffee table in front) are
so common that they are unlikely in themselves to be
protected. However, specific choices of colors, pat-
terns and styles (as well as graphic or sculptural ele-
ments specially created for the production), taken
together, might be sufficiently detailed that their appro-
priation would be an infringement. Design scenes a
faire are not limited to scenery. Standard lighting and
sound effects or ordinary makeup designs (such as an
aging face) may also be scenes a faire.

Tangibility and fixation

The work of the set and costume designers, which
includes expressive drawings and palpable scenery
and clothing, is tangible. The work of other types of
designers, while ephemeral in performance, is not
any less important. At a time when lighting equip-
ment was far less precise and sophisticated than it is
today, Robert Jones wrote that, “The beam of light
strikes with the precision of a mot juste. It bites like
an etcher’s needle or cuts deep like a surgeon’s
scalpel.”?

I ndividual costumes,
absent some unusual aftribure,
may not be protecrable.

The shaft of light, the outline touched with color,
are in themselves intangible. Part of the lighting
designer’s work is tangible. The highly schematic
light plot, the paperwork showing information about
individual lights and control systems, is not the
essence of the design. Substantial mediation from
drawing to ephemeral performance is required.

While it is possible to copy a lighting design by
copying the light plot and paperwork, the greater
concern is the theft of the evanescent moment. That
moment is intangible, and most likely unprotected,
unless it is recorded. At that point, it should be the
subject of copyright protection.

Utility
Utility may sometimes present a close question,
but in the end may bear more on the issue of the
scope of protection rather than its existence. Useful
articles - that is, articles “having an intrinsic utilitari-

an function that is not merely to portray the appear-
ance of the article or to convey information” - are
not protected by copyright.?* However, to the extent
that the design of a useful article “incorporates pictor-
ial, graphic or sculptural features that can be identi-
fied separately from, and are capable of existing inde-
pendently of, the utilitarian aspects of the article,”
those artistic features are protected.? Independence
(or separability) is viewed conceptually, not physical-
ly. It is not necessary to be able to physically remove
the “art” from the useful part of the article.?®

Utility in costume design

It is well settled that clothing per se cannot be
copyrighted because it is utilitarian.?’The Copyright
Office will not issue a registration certificate for gar-
ment designs to include theatrical productions or
period clothing. Fabric designs, however, are proper
subjects of copyright.®

Works such as masks are not properly considered
useful articles. The Third Circuit stated in
Masquerade Novelty Inc. v. Unique Industry Inc.,
“the only utilitarian function of [animal] nose masks is
their portrayal of animal noses.”?® The court found
that humorous animal nose masks were not utilitari-
an, as their function was to evoke a humorous, emo-
tional effect and therefore had no utility that did not
derive from their appearance.® It would seem under
that decision, and others, that a costume possessing
such separable artistic elements - for example, Julie
Taymor’s animal costumes for The Lion King -
would be protected. Additionally, artistic designs
used in fanciful costumes, such as pictorial or sculp-
tural elements, should also be protected by
copyright.®*

The underlying logic of the Masquerade
decision — that articles whose function, while utili-
tarian in the sense of capable of being worn, are ulti-
mately artistic and therefore are not utilitarian
- should apply to theatrical costumes.

A costume in the theater has nonutilitarian purpos-
es. They convey information about the character’s
personality, the period of the production, the mood
of the production and provoke an emotional
response. These purposes in a garment that is not fan-
ciful are joined with the utilitarian purpose of cloth-
ing the actor. In law, that utilitarian purpose trumps
the expressive purpose of costume. Under copyright
law, the fact that a costume can be worn outside of
the theatre as ordinary clothing vitiates the possibility
of protecting its animating artistic purpose.

Compilation protection for costume design

Although individual costumes, absent some unusu-
al attribute, may not be protectable, the costume
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designer’s overall design ought to be. First, the cos-
tume designer’s drawings are protected because as
drawings they are not in themselves useful articles
and likely possess the requisite originality. Second,
the costume designer’s selection and arrangement of
costumes and arguably the various components of
even a single character’s costume should be protect-
ed as a compilation.

A compilation is a collection and assembly of “pre-
existing materials or data that are selected, coordinat-
ed or arranged” in a way that achieves originality.%?
Certain kinds of compilations -- for example, tele-
phone white-pages directories - are not sufficiently
original. In creating the costume design for a produc-
tion, a costume designer selects and arranges the
clothing. That act would seem to meet the requisite
originality. The choices made in the creation of a
costume design, including the interrelated styles and
colors among the clothing of the characters of a play,
are artistic and serve to convey information and
evoke an emotional response. Their totality therefore
ought to be protected.

Costumes are designed to further the purposes of
the concept of the overall production, and are
intended to define character, focus attention and
coordinate with the style of the production. Thus,
even commonplace elements of clothing are careful-
ly selected and arranged with an eye not only to the
individual character but to the character’s context in
the play.

Utility in other areas of theatrical design

The issue of utility in other areas of design ought
to be a simpler matter. Custom scenic elements
derived from a set designer’s renderings and draw-
ings seem to possess artistic elements independent
of and separable from their utilitarian function, and
will qualify as pictorial, graphic and sculptural
works.®® Even small-scale portrayals of mundane loca-
tions - the kitchen, the living room -- made up pri-
marily of pre-existing objects (sofas, carpets, etc.)
may have original components that are protected in
themselves or might be protected in the selection
and arrangement of components. The color, style
and condition of the furniture, as well as its arrange-
ment on the stage, may qualify for protection.

Ownership

The relationship between the producer, the
designer and any associated contractual terms, will
control ownership of copyright in the designer’s
contributions. Works created by an employee within
the scope of his or her employment, absent contrac-
tual provisions to the contrary, are works made for
hire, and the copyright is owned by the employer.

Where the work is created by an independent con-
tractor, however, absent a governing contract term,
the copyright is owned by the contractor, and the
producer has only a nonexclusive license in the
work.®

Whether, as an employee, the designer has
retained exclusive rights that give standing to sue for
infringement, may be a question. For example, set
designers for Broadway shows are covered by a col-
lective-bargaining agreement (the Broadway
Agreement) negotiated by United Scenic Artists,
Local 829, which represents entertainment designers
and artists.®® The agreement grants the producer cer-
tain rights and retains others in the designer.

Although the designer is termed an employee in
that agreement, both the nature of the contract and
the factors articulated by the Supreme Court to deter-
mine whether the creator of a work is an employee
(and the creation is owned by the employer as a mat-
ter of law under the work-for-hire doctrine) suggest
that a designer may well be an independent contrac-
tor.% Without ruling on the nature of the relationship,
at least one court has found that the rights retained by
the designer under the Broadway Agreement suffice to
thwart a motion to dismiss a claim of infringement
brought by a set designer.

Futhermore, ownership of the physical object does
not imply ownership of the copyright in the object.
The owner of the object does not have the right to
reproduce the work, make derivative works or exer-
cise the other rights set forth in the Copyright Act.®

Where the work is creared

by an independent confractor,
fhe copyright is owned
by the confractor.

Absent a written agreement, the joint or collabora-
tive creation of designs can give rise to uncertainty
and contradictory claims. Exploitation of the work
may be limited by dissension among acknowledged
joint authors.

The courts may have to determine the threshold
matter of whether the play is a joint work under the
copyright law as prepared by two or more authors
with the intention that their contributions be merged
into inseparable or interdependent parts of a unitary
whole.®® The contributions of each joint author must
be independently copyrightable, and the parties must
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have mutually intended that their contributions be
merged at the time of creation of the work.*
Providing an author with ideas or editorial comments
does not rise to the level of authorship required to
make a joint work.*°

Lessons to be learned from the Carell case

The parties to the Carell case might have avoided
their dispute had they fully understood the copyright
issues and addressed them at the beginning of their
relationship. Their failure to do so led to a 20-year
dispute. Lawyers, producers and designers can dis-
cern a number of lessons from Carell's case:

Know what kinds of works are protected by
copyright. Copyright protection subsists in original
works of authorship fixed in any tangible medium of
expression, now known or later developed, from
which they can be perceived, reproduced or other-
wise communicated. Copyright does not protect
ideas.*! It covers only tangible and original expres-
sion of ideas. When Carell’s makeup designs were
sketched or applied to actors' faces and pho-
tographed, they became expression protected by
copyright.

Be aware of moral rights. Outside the United
States, authors are granted what is known as moral
rights to attribution and to prevent misattribution, to
forbid the use of the author’s name where the work
is altered, and to prevent such mutilation. 4

opyright does not profect
ideas. It covers only rangible and
original expression of ideas.

The United States provides limited moral-rights
protection to authors of works of visual art, such as
painting and sculpture, through the Visual Artists
Rights Act.*® As the Carell case demonstrates, some
protection in the United States may be grounded in
trademark law. In addition, copyright and moral
rights are protected in other nations by their own
laws. The protection of moral rights in countries out-
side the United States can be vigorous and can be
invoked in unexpected circumstances.

Determine who are co-authors. After a work is
successful, it is not unusual for people associated
with a project to claim that they are co-authors and
entitled to share in the success. However, a claim of

co-authorship requires that two or more authors
intend that their contributions to the work be
merged into inseparable or interdependent parts of a
unitary whole. Consider who might be co-authors
and clarify relationships with formal, written
agreements.

Absent some other agreement, in the United
States each co-author may license the work without
the consent of the other, and the co-authors share
equally in the proceeds of such licensing.** Because
co-authors cannot give an exclusive license to third
parties in the United States without an agreement
between themselves, the value of the work to
prospective users is lessened.

Develop clear agreements between artists and
producers. Where there is no written agreement, the
person licensing the work will receive, at best, a
nonexclusive license. Determining whether a work
is made for hire for an employer - and thus owned
by the employer - can be difficult and contentious.

Do not delay bringing infringement and owner-
ship claims. The statute of limitations on copyright
ownership and infringement claims is three years.*
Failure to bring a claim of sole ownership within
three years against a person wrongly claiming joint
ownership of the copyright will likely result in loss
of the claim. While an owner can sue for copyright
infringement during the life of the copyright, he or
she can only recover for infringements occurring in
the three years prior to commencement of the law-
suit. In addition, delay can affect the owner's ability
to stop or prevent the infringing use.

Make use of available resources. Vast informa-
tion about copyright law is available at the Copyright
Office Web site, http://lcweb.loc.gov/copyright/.
Information circulars and FAQs (Frequently Asked
Questions) on the site provide both basic and
detailed information about copyright law and regis-
tration procedures. Forms are also available online.
The Legal Information Institute
(http://www.law.cornell.edu) collects information
and links to resources in intellectual property in its
topical library.ll
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where the consent of all joint authors may be required to
license a work. 4 Nimmer on Copyright § 17.07[B], at 17-
46 to 17-47.

45 17 U.S.C. § 507(b). The statute of limitations for
criminal proceedings is five years. Id. § 507(a).
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Book REVIEW

Taxation of the Entertainment
Industry 2001

SCHYLER M. MOORE

ASPEN PUBLISHERS

414 PAGES

Reviewed by Robert G. Pimm

Taxation of the Entertainment Industry is pub-
lished annually to ensure currency with the Internal
Revenue Service’s latest tax rules and regulations.
The author is Schyler Moore, a partner in the Los
Angeles office of Stroock & Stroock & Lavan, LLP,
and an adjunct professor who teaches entertainment
law at UCLA Law School.

The book helps lawyers advise entertainment
clients on how best to lower taxes while complying
with the law. The primary emphasis is on the film
industry but sports and music industries are includ-
ed, and the discussions can also be applied to other
sub-fields, such as literary law.

B ecause rhe book

covers so much information in
such a small package, it is best
used for specific issue spofting.

Just 414 pages, the new paperback volume is
packed with information, including a comprehen-
sive index and 141 pages of agreement forms - like
a LLC operating agreement, pro-licensor and pro-
licensee agreements, and employment agreements
for both writers and directors. Each form makes use
of the tax-saving strategies discussed throughout the
book.

Because the book covers so much information in
such a small package, it is best used for specific issue
spotting rather than a detailed analysis of each topic.
Some topics are treated in substantial depth, but
most will require reference to other sources.

Pimm (bob@rjg.com) practices entertainment and sports
law at The Law Offices of Richard J. Greenstone, in San
Francisco.

However, lawyers using this volume will be unlikely
to miss the many tax issues found in entertainment
law problems.

Taxation of the Entertainment Industry 2001
begins with an overview of key tax characterization
matters affecting entertainment ventures, including
tangible versus intangible property, ownership, rents
versus royalties, licensee versus agent, royalties ver-
sus compensation, inventory and partnerships. It
next discusses choice of entity by comparing sole
proprietorship, general partnership, limited partner-
ship, S and C corporations and limited liability com-
panies. The discussion is not about how to form
such entities but the tax implications of choosing an
entity form, especially the owner’s basis in the assets
of the entity and the tax consequences of selling the
entity’s assets.

Following this, Moore probes income recogni-
tion, timing and characterization, highlighting
income-deferral strategies and theories. The book
delves into numerous technical methods used to
accomplish income deferral goals such as refundable
deposits, letters of credit and loans from payors. To
cite one example, using these techniques an entity
can mechanically defer the date of an advance pay-
ment while still allowing advance access to the cash.

This part of the book also describes the tax impli-
cations of production service agreements, television
network production agreements, negative pick-ups
and several other specific transaction formats.

Other sections of the book discuss income tax
deductions and depreciation, with an emphasis on
depreciation and amortization of films in which com-
parisons are made between straight-line deprecia-
tion, income forecast methods and supplementary
techniques.

Moore next considers the federal tax withholding
implications of employee versus independent con-
tractor status, examining directors and writers sepa-
rately. For example, the determination of an employ-
ee writer’s employment status requires considera-
tion of many factors, including the Writer’s Guild of
America’s (WGA) basic agreement, WGA pension,
health and welfare eligibility, work-for-hire portions
of copyright statutes and cases, the California
Unemployment Insurance Code, and federal tax law.
Daunting stuff - but Moore navigates the topics
with confidence.

Many lawyers will find the section on foreign film
production and distribution enlightening. Moore
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notes that the entertainment industry has become
much more involved with foreign production and
distribution because the investment tax credit for
U.S. production costs has been used to offset the
generally lower labor costs for foreign production.
The repeal of the investment tax credit has provided

an incentive to find lower production costs offshore.

The book also includes a good discussion of film
financing methods, covering domestic tax shelters;
loans; international co-productions; and foreign tax-
shelter financing in Germany, Australia and Japan.

For those lawyers providing tax-planning advice
for individuals - the “talent” - the author devotes
20 pages to fundamental tax issues and strategies.
Moore compares a loan-out corporation to a person-
al service corporation and explains the differences.
For example, the former can be used to defer
income into the next year by operating on a fiscal
year ending in January or February and by paying
out the corporation’s income as a “bonus” to the
employee-owner at the end of the fiscal year; the lat-
ter cannot.

Special sections of the book detail specific
California tax laws, sports law and music law. Issues
discussed in the sports law section focus on player

SAVE THE DATE!

I he book also includes a

good discussion of film
financing merhods.

contracts from both the management and the player
perspective. The music law section considers many of
the same topics discussed in the section on film, for
instance, sources of income and their characterization
- but Moore also addresses unique issues of sheet
music, mechanical royalties, performance royalties
and synchronization fees.

Taxation of the Entertainment Industry 2001 is
an ambitious effort, especially for an annual publica-
tion. Moore should be congratulated on his effort to
assemble a single-volume title that largely succeeds in
bringing together the multitude of tax issues inherent
to entertainment law transactions. H
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October 11th and 12th, 2002
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